Case 1:09-cv-08083-GBD Document 35  Filed 01/15/2010 Page 1 of 63

JEFFREY A. JANNUZZO, ESQ.
10 East 40" Street, 35" Floor
New York, NY 10016-0301

Tel: (212) 932-8524

Fax: (212) 932-1165

Milton Springut

David A. Kalow

KALOW & SPRINGUT LLP
488 Madison Avenue

New York, New York 10022
Tel: (212) 813-1600

Fax: (212) 813-9600

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

____________________________________________________________ X
LEVITON MANUFACTURING CO., INC,, 09 Civ 8083(GBD)(THK)
Plaintiff, FIRST AMENDED COMPLAINT
-against- JURY TRIAL DEMANDED

GREENBERG TRAURIG LLP, PAUL J. SUTTON,
BARRY G. MAGIDOFF, and CLAUDE R.
NARCISSE,

Defendants.

Plaintiff LEVITON MANUFACTURING CO., INC., by its attorney Jeffrey A.
Jannuzzo, Esq., as and for its First Amended Complaint against defendants GREENBERG
TRAURIG LLP and PAUL J. SUTTON, BARRY G. MAGIDOFF, and CLAUDE R. NARCISSE,
alleges as follows:

1. This is an action for legal malpractice and breach of fiduciary duty involving
questions of federal patent law, as well as state law claims. Federal question jurisdiction exists
under applicable case law. Damages in excess of $100 million are alleged. Plaintiff demands a trial

by jury. This First Amended Complaint amends the Complaint dated and filed September 22, 2009,
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and expressly incorporates the portions of the initial Complaint that are set forth in this First
Amended Complaint.

THE PARTIES

2. Plaintiff Leviton Manufacturing Co., Inc. (“Leviton”) is a Delaware
corporation, with its principal executive office at 201 North Service Road, Melville, NY 11747.

3. Defendant Greenberg Traurig LLP (“Greenberg Traurig™”) is a domestic
registered limited liability partnership, with its offices at 200 Park Avenue, New York, NY 10166.

4, Defendant Paul J. Sutton (“Sutton”) is a member of the Bar of the State of
New York, and resides or does business in person in the Southern District of New York.

5. Defendant Sutton was, from approximately February 2000, a
partner/shareholder at defendant Greenberg Traurig or a counsel employed by Greenberg Traurig,
and was responsible for the representation of plaintiff with regard to the matters complained of, and
the supervision of the lawyers who performed the services complained of. Defendant Sutton was
until approximately February 20, 2009 a counsel employed by defendant Greenberg Traurig, and
was Traurig’s “Senior Chair, Intellectual Property and Technology/Technology, Media &
Telecommunications.”

6. Defendant Barry G. Magidoff (“Magidoff”) is a member of the Bar of the
State of New York, and either resides or does business in person in the Southern District of New
York.

7. Defendant Magidoff was, from approximately February 2000, either a
counsel, or a partner/shareholder at defendant Greenberg Traurig, and was responsible for the
representation of plaintiff with regard to the matters complained of, and the supervision of the

lawyers who performed the services complained of. According to Greenberg Traurig’s website,
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defendant Magidoff became a partner/shareholder on February 18, 2005.

8. Defendant Claude R. Narcisse (“Narcisse”) is a member of the Bar of the
State of New York. On information and belief, defendant Narcisse resides in New Jersey.

9. According to Greenberg Traurig’s website, defendant Narcisse became a
partner/shareholder of defendant Greenberg Traurig on February 18, 2005. Prior to becoming a
partner/shareholder, at the relevant times, defendant Narcisse was an associate or counsel employed
by defendant Greenberg Traurig.

10. Defendant Narcisse was the lawyer assigned by defendants Sutton, Magidoff
and Greenberg Traurig to prosecute the so-called ‘766 Patent, and the Germain patent application,
referred to herein.

11. Defendants Greenberg Traurig, Sutton, Magidoff and Narcisse are sometimes
referred to collectively as “the Greenberg Traurig Defendants.”

12.  On or about February 20, 2009, defendants Sutton, Magidoff, and Narcisse
departed defendant Greenberg Traurig.

13.  Oninformation and belief, defendants Sutton, Magidoff, and Narcisse were
either forced to leave or were encouraged to leave defendant Greenberg Traurig.

14. Defendants Sutton and Magidoff now practice law and do business in person
at Sutton Magidoff LLP, 909 Third Avenue, New York, NY 10022-6731, in the Southern District
of New York.

VENUE AND JURISDICTION

15. This Court has jurisdiction pursuant to 28 U.S.C. § 1331 and § 1338(a), in
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that issues of patent infringement or validity are necessary elements of the legal malpractice action.*

16.  This Court has pendent jurisdiction pursuant to 28 U.S.C. § 1367 over any
and all state law claims, in that such claims are so related to claims in this action within the original
jurisdiction of this Court that they form part of the same case or controversy.

17.  Venue is proper in the Southern District of New York pursuant to 28 U.S.C.
§ 1391(b)(2), in that a substantial part of the events and omissions giving rise to plaintiffs” claims
occurred in this District.

THE FACTS

A Leviton Manufacturing Co., Inc.

18. Defendant Leviton is a leading North American producer of electrical and
electronic products, and is the largest North American manufacturer of electrical and electronic
wiring devices. Itis a third generation family-owned business, founded in 1906 by Isidor Leviton
in a small shop on Delancey Street in New York, at the dawn of the electrical era. Isidor Leviton’s
son Harold Leviton was the CEO and Chairman of the company from 1965 until his passing in 2007.

19. Under the stewardship of Mr. Harold Leviton, Leviton set industry standards
for product design, innovation and safety. It currently holds over 800 patents worldwide and its
brands and products are known around the world.

20.  One of Leviton’s most significant lines of personal safety products are its
Ground Fault Circuit Interrupter devices (“GFCIs”), introduced in 1972. A GFCI protects people
from electric shock and is found in nearly every home and building in North America. It has

undoubtedly saved countless lives.

! Air Measurement Technologies v. Akin Gump Strauss Hauer & Feld LLP, 504 F.3d 1262 (Fed.Cir.
2007), and Immunocept LLC v. Fulbright & Jaworsky LLP, 504 F.3d 1281 (Fed.Cir. 2007).
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B. Sutton’s Continuous Representation of Leviton

21. For approximately 37 years, from 1971 to 2008, when Leviton terminated the
relationship, defendant Sutton represented Leviton in substantially all of its intellectual property
matters. Defendant Sutton took over the representation of Leviton from his partner Harry Hamilton,
Esg., who had represented Leviton for 45 years, until Mr. Hamilton retired in 1971.

22. Defendant Sutton’s representation of Leviton included responsibility for
seeking patent protection for Leviton’s inventions and enforcing Leviton’s patent rights, including
through litigations commenced upon Sutton’s recommendation. When Sutton changed law firms,
he took Leviton’s intellectual property matters with him from one firm to the next.

23. During his 37 year relationship with Leviton, Sutton developed, nurtured and
protected a close relationship of friendship and trust with Mr. Harold Leviton. Sutton led plaintiff
to believe that there was never any need for Leviton to have an internal legal department to oversee
Sutton’s work. Sutton and his firms effectively functioned as Leviton’s legal department for
intellectual property matters.

24.  This relationship proved to be very lucrative for Sutton, who advertised on
Greenberg Traurig’s website that he represented Leviton in at least 58 patent litigations, 44 as a
plaintiff and 14 as a defendant.

25.  Oninformation and belief, the legal services that defendant Sutton provided
or supervised at his various firms represented half or more of the client business originated by
Sutton at such firms during most of the years covered by the events described herein. Leviton’s
business was the mainstay of defendant Sutton’s legal practice.

26.  Oninformation and belief, the Leviton account formed a principal part of the

“portable business” of defendant Sutton which caused defendant Greenberg Traurig to offer Sutton
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a position as a partner/shareholder in approximately February 2000.

27.  On information and belief, defendant Sutton was being paid annual
compensation by defendant Greenberg Traurig in excess of $2 million a year during much of the
time period in question.

28. Defendant Sutton departed defendant Greenberg Traurig not long after
Leviton wound down and then terminated the use of his professional services.

C. Greenberg Traurig’s Continuous Representation of Leviton

29. During the times complained of below, defendant Greenberg Traurig, through
its partner/shareholder defendant Sutton, functioned as Leviton’s general counsel for all patent
matters.

30. Defendants Greenberg Traurig and Sutton were retained and paid by Leviton
to prosecute and maintain nearly all of its patents worldwide. This included reviewing invention
disclosures; making recommendations on protecting the inventions with appropriate patent
applications; preparing and filing timely applications in various countries to protect Leviton’s
inventions; representing Leviton before the U.S. Patent and Trademark Office (“the USPTO” or
“PTQO”) to achieve issuance of correct and complete Letters Patent; maintaining a database of
Leviton’s patents and monitoring the deadlines for maintenance payments; insuring that all fees
were timely paid; and enforcing Leviton’s patents.

31. During the times complained of below when Sutton was a partner/shareholder
in defendant Greenberg Traurig, Leviton paid Greenberg Traurig an average of 4.9 million dollars
annually, with nearly 11 million dollars paid in 2005, for handling Leviton’s patent matters,
including both patent prosecution and patent litigation. During the period from 2000 through 2005,

Leviton paid Greenberg Traurig over $38 million for its work on Leviton’s patent matters.
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32. Defendant Greenberg Traurig continuously represented plaintiff Leviton with
regard to patent matters during the time that defendant Greenberg Traurig maintained the patent
docket of Leviton, and was responsible for all matters related to the patents on such docket,
including insuring timely payment of all fees necessary to maintain such patents. Greenberg
Traurig, under Sutton’s supervision, maintained such database, and charged plaintiff for its
professional time and disbursements for maintaining such patents and such database, until at least
November 2008.

33. Defendant Greenberg Traurig continuously represented Leviton with respect
to patent matters before the USPTO until the USPTO was notified in approximately July 2008 that
the patent files in question were the responsibility of different counsel.

D. The Scope of Defendants’ Continuous Representation

34, For each of the inventions which are the subject of this Complaint, where
Leviton engaged defendants Sutton and Magidoff prior to defendants Sutton and Magidoff’s
affiliation with defendant Greenberg Traurig, defendants Sutton and Magidoff were retained to
protect the intellectual property regarding the invention; to prosecute correct, complete, and timely
patent applications for such inventions; to investigate, research, and be responsible for, all matters
relating to the procurement of patent protection for such invention; to coordinate and be responsible
for procuring patent protection in foreign countries; and to enforce such patent protection against
alleged infringers through litigation in such venues throughout the United States as such defendants
would recommend to Leviton; and to represent Leviton in such litigation.

35. It was expressly contemplated at the time that defendants Sutton and
Magidoff were retained as to each such invention, that such defendants would recommend to

Leviton whether to commence litigation against alleged infringers, to represent Leviton in litigation
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against alleged infringers, and to defend Leviton in litigation commenced by others regarding the
patents for such inventions.

36. It was expressly contemplated at the time that defendants Sutton and
Magidoff were retained as to each such invention, that such defendants would represent Leviton
regarding such invention in all matters before the U.S. Patent Office, would be Leviton’s counsel
of record in the U.S. Patent Office, and would receive and respond to all communications and
notices from the U.S. Patent Office on Leviton’s behalf, and would be responsible for seeing that
all necessary maintenance and other fees were timely paid to the U.S. Patent Office and would keep
Leviton apprised of all developments in the U.S. Patent Office relating to these inventions
Defendants were entrusted with all matters relating to the administration of the patents that are
referred to in this Complaint.

37. Defendants were paid substantial fees over the years to represent Leviton
before the U.S. Patent Office for the patents which are the subject of this Complaint. Being paid
such fees was both a continuing source of income for defendants, and in addition, being Leviton’s
counsel of record on all such patents enabled defendants to keep their multi-million dollar monopoly
on Leviton’s patent business.

38. Upon the affiliation of defendants Sutton and Magidoff with defendant
Greenberg Traurig, such defendants and Greenberg Traurig were retained by Leviton as to the
inventions for which defendants Sutton and Magidoff had previously been retained, and as to the
inventions which are the subject of this Complaint where the representation began during the time
defendants Sutton and Magidoff became affiliated with defendant Greenberg Traurig.

39.  The retention of defendant Greenberg Traurig with regard to each such

invention was equal in scope to the scope described above as to defendants Sutton and Magidoff.
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The representation did not end until the defendants were replaced (if they were) as counsel of record
for Leviton in the USPTO for each of the patents and patent applications which are the subject of
this Complaint.

E. Defendants’ Representation of Leviton in GFCI Litigations.

40. Defendant Sutton, and subsequently defendants Magidoff and Greenberg
Traurig, represented Leviton as plaintiff in at least 44 patent litigations,? and as defendant in at least

14 patent litigations,® including both GFCI litigations and other litigations, with defendant

2 Leviton Manufacturing Co., Inc. vs. 3M, Leviton Manufacturing Co., Inc. vs. Applied Lighting
Concepts, Inc., Leviton Manufacturing Co., Inc. vs. Arlington Industries, , Leviton Manufacturing Co.,
Inc. vs. C&K Electronics, Leviton Manufacturing Co., Inc. vs. Carlingswitch, Leviton Manufacturing
Co., Inc. vs. Catalina Lighting Inc., Leviton Manufacturing Co., vs. Central Purchasing LLC, Leviton
Manufacturing Co., Inc. vs. Conair Corporation, Leviton Manufacturing Co., Inc. vs. Control Devices,
Leviton Manufacturing Co., Inc. vs. Eagle Electric, Leviton Manufacturing Co., Inc. vs. Florida Lighting,
Leviton Manufacturing Co., Inc. vs. General Cable, Leviton Manufacturing Co., Inc. vs.
Grandway/Cheetah USA Corp., Leviton Manufacturing Co., Inc. vs. Harbor Freight Tools Inc., Leviton
Manufacturing Co., Inc. vs. Heath-Zenith, Leviton Manufacturing Co., Inc. vs. HML Quenging, Leviton
Manufacturing Co., Inc. vs. Il Shin Electric Co., Leviton Manufacturing Co., Inc. vs. Intelectron/Larry
Lee, Leviton Manufacturing Co., Inc. vs. Interline Brands, Leviton Manufacturing Co., Inc. vs.
Intermatic, Leviton Manufacturing Co., Inc. vs. 1.T.S. Industries, Inc., Leviton Manufacturing Co., Inc.
vs. Leen d/b/a Designers Edge, Leviton Manufacturing Co., Inc. vs. Lights of America, Leviton
Manufacturing Co., Inc. vs. M3 Products, Leviton Manufacturing Co., Inc. vs. Nicor Lighting & Fans,
Inc., Leviton Manufacturing Co., Inc. vs. Orbit Electric Inc./Yatai, Leviton Manufacturing Co., Inc. vs.
Potrans, Leviton Manufacturing Co., Inc. vs. Preferred Industries, Leviton Manufacturing Co., Inc. vs.
Safety Plus, Inc., Leviton Manufacturing Co., Inc. vs. Sammax International Ltd., Leviton Manufacturing
Co., Inc. vs. Skil, Leviton Manufacturing Co., Inc. vs. Stellar Lighting, Leviton Manufacturing Co., Inc.
vs. Sunland Inc., Leviton Manufacturing Co., Inc. vs. Test-Rite, Leviton Manufacturing Co., Inc. vs.
Taiwan Lishin Electric, Leviton Manufacturing Co., Inc. vs. Taiwan Passive Infrared, Leviton
Manufacturing Co., Inc. vs. Topaz Lighting Corp., Leviton Manufacturing Co., Inc. vs. Universal
Security Industries Inc., Leviton Manufacturing Co., Inc. vs. USI, Leviton Manufacturing Co., Inc. vs.
Visonic Ltd., Leviton Manufacturing Co., Inc. vs. Westek Associates, Leviton Manufacturing Co., Inc.
vs. Woods Wire, Leviton Manufacturing Co., Inc. vs. Zhejiang Dongzheng Electric Inc., Lutron
Electronics Co., Inc. vs. Leviton Manufacturing Co., Inc.

® C&K Electronics vs. Leviton Manufacturing Co., Inc., Eaton Corporation vs. Leviton Manufacturing
Co., Inc., EOS Technologies, Inc. vs. Leviton Manufacturing Co., Inc., Excelsior vs. Leviton
Manufacturing Co., Inc., Hoskamer vs. Leviton Manufacturing Co., Inc., Hubbell vs. Leviton
Manufacturing Co., Inc., Lutron Electronics Co., Inc. vs. Leviton Manufacturing Co., Inc., Orbit Electric
vs. Leviton Manufacturing Co., Inc., Recoton Corporation vs. Leviton Manufacturing Co., Inc., Sales
Consultants Corp. vs. Leviton Manufacturing Co., Inc., Shanghai Meihao Electric Inc. vs. Leviton
Manufacturing Co., Inc., Southwest Laboratories, Inc. vs. Leviton Manufacturing Co., Inc., Weber vs.
Leviton Manufacturing Co., Inc., Zhejiang Dongzheng Electrical Ltd. vs. Leviton Manufacturing Co.,
Inc.
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Greenberg Traurig being substituted as counsel in all or virtually all in the litigations pending at the
time of defendants Sutton and Magidoff’s affiliation with defendant Greenberg Traurig. Whether
or not defendant Magidoff was counsel of record in such litigations, it was understood between
Leviton and Magidoff that he would perform legal work as required to support such litigations.

41.  Aftertheaffiliation of defendant Narcisse with defendant Greenberg Traurig,
whether or not defendant Narcisse was counsel of record in such litigations, it was understood
between Leviton and Narcisse that he would perform legal work as required to support such
litigations.

42.  The litigations referred to above included either all or virtually all of
Leviton’s GFCI patent litigations; while there were occasions where other counsel were involved
in such litigations on behalf of Leviton, defendants herein during the times described herein for such
defendants were Leviton’s counsel in such litigations.

43. It was expressly understood between defendants and Leviton that they would
both represent Leviton in connection with investigating and procuring patent protection for the GFCI
inventions, and that they would enforce that protection on behalf of Leviton in litigation against
alleged infringers, and would defend Leviton in litigations commenced against Leviton that
concerned the GFCI patents.

44, Defendants represented Leviton in litigation to enforce the GFCI patents
since 2001, shortly after the 967 Patent was issued, and continued to represent Leviton in GFCI
patent litigation once the ’558 Patent and the *766 Patent were issued.

45.  When infringers found and exploited deficiencies in the GFCI patent claims,
defendants filed continuations and amendments to attempt to obtain complete and correct patent

coverage (as described in more detail below), and then filed new lawsuits on behalf of Leviton to
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enforce the corrected patents.

46. Defendants’ representation of Leviton in litigations to enforce the ‘967 and
‘558 Patent included an action in the District of Maryland before Judge Andre Davis. After Judge
Davis granted summary judgment to the alleged infringers, and defendants obtained the ‘766 Patent,
defendants commenced another action against the alleged infringers before Judge Davis to enforce
the ‘766 Patent. Leviton Mfg. Co., Inc. v. Universal Sec. Instruments, Inc. 01-cv-3855 and 03-cv-
1701, 03-cv-2137 (AMD)(D.Md. 2001)(D.Md 2003); Leviton Mfg. Co., Inc. v. Shanghai Meihao
Elec., Inc. 05-cv-889 (D.Md 2005). Itis that litigation in which Judge Davis entered judgment for
over one million dollars on account of defendants’ conduct in the prosecution of the ‘766 Patent.

47. In order to obtain the ‘766 Patent, defendants expressly presented the
application for it to the USPTO under a Petition to Make Special, to expedite the patent application
“on the basis of actual infringement,” pursuant to 37 C.F.R. § 1.102(d) and MPEP 708.02.

48. Defendants commenced the above litigation against Shanghai Meihao to
enforce the ‘766 Patent within three weeks of the 766 Patent being issued.*

49.  Within the three years of the filing of the Complaint herein, defendants were
still representing Leviton in patent litigations on the ‘766 Patent.> Defendants did not withdraw as
counsel in the above litigation against Shanghai Meihao until March 2007.°

F. Defendants Continuously Represented Leviton On The GFCI Patents

50. Defendants used the same Greenberg Traurig billing and docket code, “0267-

* Leviton Mfg. Co. Inc. v. Shanghai Meihao Elec., Inc. 1:05-cv-00889 (AMD)(D.Md. 2005) at Docket #1
(Complaint).

* Complaint in Leviton v. Universal Security Instruments; Answer in declaratory judgment action
Shanghai Meihao Electric v. Leviton; Complaint in Leviton Manufacturing Co. v. Harbor Freight Tools.

¢ See Shanghai Meihao Litigation docket entry 87; docket entry 31; docket entries 134 and 136.
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001-1415" for all patent applications in the GFCI patent family described below in Table One.” In
this code, “0267” refers to Leviton, and “001” is the subfile for patent prosecutions and general
matters. The suffix “1415” is defendants’ docket and billing code for all the GFCI patent
applications in the patent family at issue.

51.  The Greenberg Traurig “docket code” referred to above is the number that
defendants placed on every filing in the USPTO which provided a place for patent counsel to set
forth their docket code for the matter.

52.  Of the more than thirty GFCI patent applications® filed by defendants on
behalf of Leviton, seven are pertinent here and have the following relationship; the last three digits

of the issued patent number are underscored, and each application and the corresponding patent are

thereafter referred to together by the shorthand, e.g. “138 App/558 Pat.”

Table One
Description Appl. # & Pat # GT Docket No. Filing/Issue Dates “Name”
1 Initial 09/138,955; now 0267-001-1415 filed Aug. 24, 1998, 955
Application US 6,040,967 issued March 21, 2000 App/967
Pat
2  Continuation- 09/369,759; now 0267-001- filed Aug. 6, 1999, 759App/
in-part US 6,282,070 1415CIP1A issued August 28, 2001 070Pat
3 | Continuation- 09/379,138; now 0267-001- filed Aug.20, 1999, 138App/
in-part US 6,246,558 1415CIP3 issued June 12, 2001 558Pat
4 | Continuation 09/879,563; now 0267-001-1415- | filed June 11, 2001, 563App/
US 6,437,953 CIP3CON issued August 20, 2002 953Pat
5  Continuation 10/223,284; now 0267-001- filed August 19, 2002, 284App/
US 6,813,126 1415CIP3CON2  issued Nov. 2, 2004 126Pat
6 Continuation 10/827,093 now 0267-001- filed April 19, 2004, 093App/

" Transmittal sheet for the ‘955 Application. The serial number is indicated in the upper right hand corner
of the transmittal, above the bar code. See the first page of the issued ‘967 Patent which in field [21]
identifies it as corresponding to the ‘955 Application. The attorney, listed above field [57], is defendant
Sutton.

¢ As noted, the Defendants also worked on other GFCI family member applications, some of which have
issued as patents and some of which are still pending in the USPTO. However, in order not to overwhelm
the Complaint with detail, those other applications have been omitted from the chart.
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Table One
Description Appl. # & Pat # GT Docket No. Filing/Issue Dates “Name”
US 6,864,766 1415CIP3CON3 | issued March 8, 2005 766Pat
7 Continuation 10/977,929; now 0267-001- filed October 28, 2004, 929
US 7,463,124 1415CIP3CON4 | issued Dec. 9, 2008 App/124
Pat

53. MPEP 201.07 provides: “A continuation application is an application for the

same invention . . ..” (Emphasis added.) MPEP 201.11 provides that a “continuation” or

“continuation-in-part” application are both deemed “continuing” applications.

54.  35U.S.C. 8§ 115 provides in pertinent part: “applicant shall make oath that he
believes himself to be the original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a patent.”

55. 093 App/766 Pat. On April 19, 2004, defendant Magidoff filed U.S.

application serial No. 10/827,093 (the “’093 Application”), which issued on March 8, 2005 as U.S.
Patent No. 6,864,766 (the “’766 Patent™) (093 App/766 Pat). The first page of the transmittal sheet
states that on behalf of the inventors, defendant Magidoff claimed that the application that resulted
in the ‘766 Patent was a continuation application of an application (USSN 10/223,285), that was a
continuation application of an application (09/879,563), that was a continuation application of the
application that corresponds to the 138App/558 Pat.’

56.  The defendants’ application for the ‘766 Patent claims priority to five other
GFCI patent applications. As shown above, it claims to be a continuation of an application, that
claims to be a continuation of a second application, that claims to be a continuation of a third

application, which is 138 App/558 Pat.

° See the transmittal sheet for the application that the Patent Office assigned serial number 10/827,093,
which is indicated in the upper right hand corner of the transmittal, above the bar code. See also the first
page of issued 093 App/766 Pat, which in field [21] shows that it corresponds to the ‘093 Application.
The attorney listed in field [74] is defendant Paul J. Sutton.
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57.  Although the 138 App/558 Pat and the 093 App/766 Pat issued as different
patents, those patents, as well as the other patents below them in the chain are, because they are
continuation applications, are presumed to be from the same invention. MPEP 201.07. By asserting
that each application was a continuation of the previous one, as early as the ‘558 Patent, the
defendants acknowledged that they are directed to the same invention.

58. Reexamination of 093 App/766 Pat. A Reexamination Proceeding is a

proceeding inthe USPTO, in which the USPTO considers whether, with respect to an issued patent,
there is a substantial new question of patentability of the issued claims. 35 U.S.C. § 304.

59.  The093App/766 Pat was the subject of a Reexamination Proceeding, USPTO
control No. 95/000,097. (097Reex093 App/766 Pat). During the Reexamination Proceeding, the
claims of the ‘766 Patent were challenged, and the defendants represented Leviton in the re-
examination.

60.  The Request for Reexamination was filed in 2005. Until July 2008, the
defendants were counsel of record to Leviton in that proceeding, and were the recipients of behalf
of Leviton of all communications and notices from the USPTO. The representation continued for
as long as defendants were USPTO counsel of record for Leviton on the patent.

61. The Reexamination Proceedings did not conclude until 2009, with the
issuance of a reexamination certificate.

62. During 2007, defendants billed Leviton for work on the re-examination.*® The
Greenberg Traurig invoices for work on the reexamination proceeding were billed to the same client
and matter number, and for the same code as all the GFCI patents, “1415.” The Greenberg Traurig

invoices further set forth that the reexamination related to a continuation of such patent, i.e., “0267-

19 Greenberg Invoice numbers 1915015, 1937810 and 2003616.
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001-1415-CIP3CONS3.” That number is the docket number that defendant identified on their filings
with the USPTO for the reexamination proceeding for the 093 App/766 Pat.

63. 929 App/124 Pat. On October 28, 2004, defendant Magidoff filed U.S.

application serial no. 10/977,929 (the “’929 Application”) which issued on December 9, 2008 as
U.S. Patent No. 7,463,124 (the “’124 Patent”) (the “929 App/124 Pat” ). The first page of the
transmittal sheet indicates that, on behalf of the inventors, defendant Magidoff claimed that the
application was a continuation application of the 093 App/766 Pat, and was part of a chain of
continuation applications (described above in Table One) going back to the 138 App/558 Pat.

64. By filing the 929 App/124 Pat application as a “continuation application,”
defendants stated to the USPTO, during the prosecution of the 929 App/124 Pat, they continued to
represent Leviton on the invention that is the subject of the 138 App/558 Pat.™

65.  The excerpt below is from a filing signed by defendant Narcisse in April
2007, in which defendants gave the genealogy of the patent family, showing a continuous “isolated
conductors” patent family begotten from the *558 Patent.

The current application is a continuation of application no.

10/827,093 now U.S. patent 6,864,766 (hereinafter “the *‘766

patent”). The ’766 patent is a continuation of application no.

10/223,284, filed on August 19, 2002, which is a continuation of

application no. 09/879,563, filed on August on June 11, 2001, now

US patent 6,437,953, which is a continuation of application no.

09/379,138, filed on Aug. 20, 1999, now US patent 6,246,558
(hereinafter the *558 patent). (Emphasis added.)

66.  “Terminal disclaimers” are typically filed with the USPTO because two patent
applications claim obvious variants of the same invention, and thus are not patentably distinct.

MPEP 804.02.

1 See the first page of issued patent, U.S. 7,463,124, which in field [21] shows that it corresponds to the
‘929 Application. The attorney listed in field [74] is defendant Paul J. Sutton.
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67. Magidoff filed “terminal disclaimers” in the context of the 929 App/124 Pat,
over the 093 App/766 Pat and the 138 App/558 Pat. Defendant Magidoff filed a “terminal
disclaimer” in the context of the 093 App/766 Pat over the 138 App/558 Pat.'

68. By filing these terminal disclaimers, defendants stated to the USPTO that the
claimed inventions were obvious variants of each other and thus directed to the same matter.

69. 37 C.F.R.1.63(d)(1) provides that a new oath is not required in continuation
applications.

70. In the initial filing of the 929 App/124 Pat application, defendant Magidoff
filed an exact copy of the 138 App/558 Pat application, and an exact copy of the inventors’
declaration filed in that application.*®

71. Defendants continued to act as Leviton’s attorneys during the prosecution of
929 App/124 Pat and to make filings with the USPTO through at least May 2007, including filing:

A. Information Disclosure Statements.**

B. Amendments and Responses to Office Actions in the USPTO.%

12 See the three terminal disclaimers. Although defendant Magidoff did not include serial numbers, the
terminal disclaimers can be tied to the ‘929 Application and the ‘093 Application by the Greenberg
Traurig docket numbers in the upper right hand corners, which are listed as 1415CIP3CON3 and
1415CIP3CONA4 respectively. Also the application serial number of 929 App/124 Pat is digitally stamped
on bottom of the terminal disclaimers that were filed in that case.

B3 That the Defendants took advantage of this procedure is evidenced by the Greenberg Traurig docket
number on the transmittal being 1415CIP3CON4, corresponding to the 929 App/124 Pat, while the
Greenberg Traurig docket number on the first page of the application is 026-001-1415CIP3CON,
corresponding to the docket number of the 138 App/558 Pat. See the initial filing package for the 929
App/124 Pat.

¥ April 16, 2007 IDS filed by defendant Narcisse of defendant Greenberg Traurig; October 5, 2006 IDS
filed by defendant Sutton of defendant Greenberg Traurig.

> August 9, 2007 Amendment filed by defendant Narcisse of defendant Greenberg Traurig;

April 16, 2007 Amendment filed by defendant Narcisse of defendant Greenberg Traurig;

February 1, 2007 Response filed by defendant Sutton of defendant Greenberg Traurig;

October 5, 2006 Amendment filed by defendant Sutton of defendant Greenberg Traurig;

May 18, 2007 Supplemental Preliminary Amendment that defendant Paul Sutton filed in Patent Office on
behalf of Leviton, which although the signature block has a signature of Claude Narcisse and a date of
April 16, 2007, the footer reads May 17, 2007 and the PTO records show receipt on May 18, 2007.
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72. Defendants billed Leviton for the above, and other activities, in connection
with the 929 App/124 Pat, through at least June 27, 2008.*°

G. Defendants Continuously Represented Leviton On The “On-Sale Bar” Patents

73.  Thedefendants were engaged to represent Leviton as to each of the inventions
listed below in Table Two, with the same scope of representation as described above in Section D.

74.  The representation with respect to each invention listed below in Table Two
commenced when each invention was entrusted to defendants, and continued until defendants were
replaced as Leviton’s counsel of record before the USPTO with respect to such inventions and the
patents applied for or obtained thereon.

75. Defendants continued as counsel of record until at least July 2008 with respect
to each of the inventions listed in Table Two, and in certain cases for a longer period. In addition
to being Leviton’s counsel for such inventions until they were replaced, defendants actually
performed work or received legal notices on Leviton’s behalf for such inventions as set forth in such
Table Two, within three years of the filing of the Complaint herein.

76.  Table Two lists the “on-sale bar” patent applications filed by defendants,
correlated to the USPTO application numbers, Greenberg Traurig docket numbers, and documents
showing continued representation. For most matters, a provisional patent application was filed first,
and then a non-provisional patent application that claimed priority to the provisional application.
The USPTO application numbers, and the Greenberg Traurig docket numbers, are provided for both

the provisional and non-provisional applications.

16 See Greenberg invoices 1766790, 1867374, 1891967, 1937810, 2003616, 2191203; i.e. invoices for
work performed in the context of the ‘929 Application.
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Table Two
Invention Applic. No. GT docket # Defendants’ Continuing Work
Occupancy 11/182,36960/ | 0267-001- May 30, 2007: PTO sends Office Action to Defendants.
Sensor 591,274 12930267-001- December 14, 2007: PTO sends Notice of Abandonment to
1293PROV Defendants.
Occupancy 11/201,35960/ | 0267-001- Revocation and Power of Attorney not filed until July 9, 2009.
Sensor 601,246 12940267-001-
1294PROV
Occupancy 11/201,44060/ = 0267-001- April 17, 2007: PTO sends Office Action to Defendants.
Sensor 602,478 12950267-001- November 23, 2007: PTO sends Notice of Abandonment to
1295PROV Defendants.
Plug in Tool 11/367,65160/ | 0267-001- April 3, 2008: PTO sends Restriction Requirement to
Counter 658,262 13990267-001- Defendants.
1399PROV
Magnetic 11/367,98560/ | 0267-001- Notice regarding Change of Power of Attorney dated June 4,
Low Voltage | 658,080 14440267-001- 2008.
Dimmer 1444PROV
Motor 11/326,68860/ = 0267-001-1445 October 24, 2006: Defendants pay issue fee and on December
Starting 648,793 0267-001- 27, 2006 are sent the Issue Notification. GT Invoice 1766790:
Switch 1445PROV shows bill sent by Defendants, including $1,700 USPTO fee
and a $400 GT service fee.
Controller for | 29/219,541 0267-001- Invoices 1829817 and 1867374: December 19 & 21, 2006 and
Wallbox 1536(A) February 16, 2007, Defendants bill for work done on foreign
Dimmer corresponding matters, including both GT and foreign
associate work.
Membrane 11/363,88860/ | 0267-001- March 28, 2008 and April 4, 2008: Defendants file
Touch 657,906 15370267-001- Information Disclosure Statements with USPTO. August 6,
Dimmer 1537PROV 2008: PTO sends Office Action to Defendants. February 20,
2009: PTO sends Notice of Abandonment to Defendants.
Invoice 2134322: March 28, 2008: Work that is invoiced to
Defendants in April 2008.
Programming | 11/367,93460/ | 0267-001- April 30, 2007: Defendants file an amendment in the PTO.
Template 658,263 16930267-001- July 25, 2007: PTO sends Office Action to Defendants, which
1693PROV Defendants receive. February 14, 2008: PTO sends Notice of
Abandonment to Defendants. GT Invoice 1891967: April 26,
2007: Work that is invoiced by Defendants in May of 2007.
GT Invoice 1937810: May 9, 2007: Excess claim fee that is
invoiced by Defendants in July of 2007.
Security Lock | 11/367,93360/ | 0267-001- October 12, 2006: Defendants submit Response to Office
Switch 658,081 19050267-001- Action. November 1, 2006: PTO sends Notice of Allowance
1905PROV to Defendants February 1, 2007: Defendants pay issue fee.GT
Invoice 1766790: for work done in October 2006. GT Invoice
1847473: for work done in January and February 2007.
Snap in 11/236,73960/ | 0267-001- November 16, 2006: Defendants pay issue fee, and December
Printed 637,319 19090267-001- 27, 2006, PTO sends Issue Notification to Defendants. 60)GT
Circuit Board 1909PROV Invoice 1782743 for work done in April and November 2006,
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Table Two

Invention Applic. No. GT docket # Defendants’ Continuing Work

Holder including a $400 GT fee for paying the issue fee.

Weatherproof = 11/182,36860/ | 0267-001- November 14, 2007: Defendants file amendment. February 6,

Electrical 591,896 19450267-001- 2008: PTO sends Office Action to Defendants. GT Invoice

Enclosure 1945PROV 1867374: For work done in March 2007. GT Invoice
1955774: For work done in April 2007. GT Invoice 2058430:
For work done in November 2007.

Indexing 11/078,07860/ = 0267-001- December 14, 2007: Defendants file Amendment after Final

Mechanism 553,834 19840267-001- Office Action. April 22, 2008: Defendants pay issue fee. GT

1984PROV Invoice 1766790: For work in October 2006. GT Invoice

1891967: For work in March 2007. Invoice 2058430: For work
in December 2007. GT Invoice 2150814: For work in April
2008, note $400 charge on cover sheet.

High Current | 11/367,16560/ | 0267-001- May 20, 2008: Defendants file Information Disclosure

Surge Panel 658,069 20980267-001- Statement with USPTO. June 19, 2008: USPTO sends Office

with 2098PROV Action to Defendants. August 27, 2008: Power of attorney for

Diagnostics Defendants is revoked. GT Invoice 2176883: For work
performed in May of 2008.

H. Defendants Continuously Represented Leviton On the “Multiplication of Fees” Patents

77. Defendants represented Leviton on U.S. Patents: 7,282,642; 7,246,792
7,285,723; 7,250,580; 7,030,318; and 7,279,636; from the time that defendants accepted the
assignment to investigate the patentability of the invention at issue, with the same scope of
representation as described above in Section D. The representation continued for so long as
defendants were USPTO counsel of record for Leviton on the patents.

78. Defendants’ multiplication of patent fees concerned six inventions. Certain
patent applications directed to the inventions are listed in Table Three, below and are grouped by
the Greenberg Traurig docket numbers assigned to them. As with the on-sale cases, the Greenberg
Traurig docket and billing numbers all begin with 0267-001-, and then are followed by a four digit
number for the patent application, and in some cases, further followed by alphanumeric codes.
As set forth below, with one exception, the patents did not issue until 2007, well within three years
of the filing of the Complaint herein. As to the one that issued in 2006 (the fifth family),
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defendants made filings and invoiced Leviton for work in 2007 and thereafter:

Table Three
GT Docket # 0267-001- Applic. Date Applic. No. Grant Date Patent No.

0267-001-2004

2004 6/6/2002 10/163,487

2004CIP 9/6/2002 10/236,617

2004CIP2/PCT 6/6/2003 PCT/US2003/017936

2004CIP3 5/25/2004 10/852,812 10/16/2007 7,282,642

0267-001-2005

2005/US 6/6/2002 10/163,471

2005CIP/US 9/6/2002 10/236,616

2005CIP2/PCT 6/6/2003 PCT/US2003/018043

2005CIP3 5/25/2004 10/853,465 7/24/2007 7,247,792

0267-001-2006

2006/US 6/6/2002 10/163,934

2006CIP/US 9/6/2002 10/236,198

2006CIP2/PCT 6/6/2003 PCT/US2003/018115

2006CIP3 (1640-7 CIP 1) 5/25/2004 10/852,818 10/23/2007 7,285,723

0267-001-2007

2007/US 6/6/2002 10/163,546

2007CIP/US 9/6/2002 10/236,642

2007CIP2/PCT 6/6/2003 PCT/US2003/017805

2007CIP3 5/25/2004 10/852,815 7/31/2007 7,250,580

0267-001-2008

2008/US 6/6/2002 10/163,490

2008CIP/US 9/6/2002 10/236,199

2008CIP2/PCT 6/6/2003 PCT/US2003/018044

2008CIP3 5/25/2004 10/852,794 4/18/2006 7,030,318

0267-001-2009

2009/US 6/6/2002 10/163,488
2009CIP/US 9/6/2002 10/236,406
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2009CIP2/PCT 6/6/2003 PCT/US2003/017806
7,279,636 ‘

2009CIP3 5/25/2004 10/852,816 10/9/2007

79.  0267-001-2004. The first invention is the subject U.S. 7,282,642, which

issued within three years of filing that complaint and during which, the Defendants: (1) on
November 10, 2006, filed an amendment with the Patent Office; (2) on January 5, 2007 filed a
Request for Continued Examination with the Patent Office; (3) on February 26, 2007 participated
in an Examiner-Initiated Interview, which became part of an Interview Summary dated March 7,
2007; and (4) on June 7, 2007, paid the issue fee and filed an Information Disclosure Statement.*’

80.  The Defendants used the docket number 0267-001-2004 to refer to the
patent applications directed to this invention, and charged Leviton for the work performed in
connection with the prosecution of U.S. 7,282,642 (USSN 10/852,812) during the period through
October 4, 2007.'® Defendants also invoiced Leviton for other U.S. patent family members,** and
related foreign family members, during the period through August 23, 2007.

81.  0267-001-2005 Patent Family. The second invention is the subject of U.S.

7,247,792, which issued within three years of the filing of the Complaint, and for which
defendants: (1) on December 13, 2006, filed an amendment and Request for Continued
Examination with the Patent Office; (2) on February 6, 2007 participated in an Examiner-Initiated
Interview; and (3) on May 16, 2007, paid the issue fee and filed an Information Disclosure
Statement.*

82. Defendants used docket number 0267-001-2005 to refer to patent

See excerpts from the file wrapper.

See from invoices numbers 1829817, 1867374, 1847473, 1955774, and 2021523).
Excerpts from invoices 1829817, 1847473, and 2003616.)

Excerpts from invoices 1847473, 1867374, 1891967, 1955774, 2003616, and 2134322).
Excerpts from the file wrapper.
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applications directed this invention, and charged Leviton for the work performed in connection
with the prosecution of U.S. 7,247,792 (USSN 10/853,465) during the period through May 16,
2007,22 and also invoiced Leviton for related foreign family members, during the period through
December 20, 2007.%

83.  0267-001-2006 Patent Family. The third invention is the subject of U.S.

7,285,723, which issued within three years of the filing of the Complaint, the Defendants: (1) on
November 27, 2006, filed an amendment with the Patent Office; (2) on May 14, 2007, filed an
amendment with the Patent Office; and (3) on September 9, 2007 paid the issue fee.?

84. Defendants used the docket number 0267-001-2006 to refer to patent
applications directed to this invention, and charged Leviton for the work performed in connection
with the prosecution of U.S. 7,285,723 (USSN 10/852,818), during the period through September
7,2007.* Defendants also invoiced Leviton for other U.S. patent family members,® and related
foreign family members, during the period through December 20, 2007.%’

85.  0267-001-2007 Patent Family. The fourth invention is the subject of U.S.

7,250,780, which issued within three years of the filing of the Complaint, and for which the
Defendants: (1) on January 23, 2007, filed an amendment with the Patent Office; and (2) on May
7, 2007, filed an Information Disclosure Statement with the Patent Office and paid the issue fee.?®

86. Defendants used the docket number 0267-001-2007 to refer to patent

applications directed to this invention, and charged Leviton for the work performed in connection

Excerpts from invoices numbers 1829817, 1847473, 1915015, and 1955774). Excerpts from invoices

1847473, 1867374, 2003616, and 2134322).

23

Excerpts from invoices 1847473, 1867374, 2003616, and 2134322).

Excerpts from the file wrapper.

Excerpts from invoices numbers 1829817, 1915015, and 2003616).

Excerpts from invoices 1955774, 2058430, 2003616, and 2021523

Excerpts from invoices 1847473, 1867374, 1955774, 2003616, and 2134322)
Excerpts from the file wrapper.
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with the prosecution of U.S. 7,250,780 (USSN 10/852,815, during the period through July 19,
2007.%° Defendants also invoiced Leviton for other U.S. patent family members,* and related
foreign family members, during the period through February 25, 2008.

87.  0267-001-2008 Patent Family. The fifth invention is the subject of U.S.

7,030,318, for which within three years of the filing of the Complaint, the Defendants on May 8,
2007, filed a Request for a Certificate of Correction with the Patent Office.

88.  The Defendants used the docket number 0267-001-2008 to refer to patent
applications directed to this invention , and charged Leviton for the work performed in connection
with the prosecution of U.S. 7,030,318 (USSN 10/852,794), during the period through May 8,
2007.% Defendants also invoices Leviton for other U.S. patent family members,® and at least one
related foreign family member, during the period through March 1, 2007.34

89.  0267-001-2009 Patent Family. The sixth invention is the subject of U.S.

7,279,636, which issued within three years of the filing of the Complaint, and for which
defendants: (1) on December 1, 2006, filed an amendment with the Patent Office; (2) on April 4,
2007, filed a Supplemental Amendment; and (3) on August 2, 2007, filed an Information
Disclosure Statement with the Patent Office and paid the issue fee. *

90. Defendants used the docket number 0267-001-2009 to refer to this patent
applications directed to this invention, and charged Leviton for the work performed in connection

with the prosecution of U.S. 7,279,636 (USSN 10/852,816), during the period through September

Excerpts from invoices numbers 1829817, 1867374, 1955774, and 2003616).
Excerpts from invoices 1829817, 2003616, and 2107620)

Excerpts from invoices 1847473, 1867374, 1937810, 2003616, and 2134322.
Excerpts from invoices numbers 1915015, and 2003616).

Excerpts from invoices 1829817, and 1915015),

Excerpts from invoice 1867374)

Excerpts from the file wrapper.
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26, 2007.% Defendants also invoiced Leviton for at least one other U.S. patent family member,*’
and related foreign family members, during the period through December 20, 2007.%®

l. Defendants Continuously Represented Leviton on the “Re-examination” Patent

91. Defendants represented Leviton on U.S. Patent No. 5,886,423 (the “423
Patent”) from the time that defendants accepted the assignment to investigate the patentability of
the invention at issue, with the same scope of representation as described above in Section D.

92. A reexamination proceeding is a proceeding in which the Patent Office
reexamines whether issued patent claims are patentable over printed publications. 35U.S.C. § 301
et seq. Any person may request that the Patent Office reexamine a patent. 35 U.S.C. § 302. If the
Patent Office determines that the references presented to it raise a substantial new question of
patentability, it will grant the request and begin to reexamine the patent. 35 U.S.C. § 303.

93. For the Reexamination Proceeding referred to in Section P herein, the
request for reexamination was made on March 1, 2002. On April 22, 2002, the Patent Office
granted the request for reexamination.

94. Defendants Greenberg Traurig, Sutton and Magidoff represented Leviton
in such reexamination proceeding. During the Reexamination Proceedings, defendant Sutton
signed a number of documents stating that he was the “Attorney for Patent Owner.” Defendants’
power of attorney for this case was never revoked, and even as of December 17, 2009, defendants
continued to be Leviton’s agent of record in the USPTO. By representing Leviton as counsel of
record, defendants were obligated to submit amendments, and were the recipients on behalf of

Leviton for all communications and notices from the USPTO.

% Excerpts from invoices numbers 1847473, 1891967, and 2021523).
7 Excerpts from invoices 1829817 and 1891967.
% Excerpts from invoices 1847473, 1867374, 1937810, 2003616, and 2134322).
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95. In addition, on November 30, 2006, defendants billed Leviton for
coordinating payment of the Canadian application issue fee for the Canadian patent; the November
invoice tacks a $400 fee on top of the Canadian patent agent’s fee, which bears an invoice date of
September 28, 2006.

J. Defendants’ Malpractice In Failing To Prosecute Correct and Complete
Patent Claims For One Of L eviton’s Most Significant Recent Inventions

96.  Background of the GFCI Inventions. A GFCI receptacle is commonly

found in kitchens and bathrooms near a water source. It is designed to detect a small loss of
current that might indicate there is a broken path to the ground, i.e., a “ground fault,” which could
cause the shock or electrocution of a someone holding an appliance that is plugged into the
defective receptacle. A properly functioning GFCI receptacle will detect the “ground fault” and
will “interrupt” the circuit, cutting off all power to the face outlets, and preventing shock or
electrocution.

97. A GFCl receptacle typically has two buttons: one to test its operation, and
the other to reset it, after it has been tripped by a ground fault. One long-standing industry
problem was how to prevent the GFCI from being reset if the device was broken. In that situation,
someone could reset the device thinking it was still safe, but the device would no longer give
protection from a ground fault.

98. Leviton’s Reset L ockout Invention. Inapproximately mid-1998 Leviton

employees were the first in the industry to solve this problem, and invented “reset lockout”
technology. Simply put, it prevented a broken GFCI device from being reset, so that a person
would not be shocked or electrocuted by plugging an appliance into a GFCI that no longer
protected against a ground fault. Leviton considered “reset lockout” to be one of its most

important inventions.
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99. Leviton submitted to defendant Sutton an invention disclosure to seek patent
protection for this “reset lockout” technology.

100. Sutton prepared a patent application and filed it on August 24, 1998. After
a complete and thorough examination, the USPTO granted U.S. Patent No. 6,040,967 (the 967
Patent) to Leviton. This was the first, or parent, of a line of “reset lockout” patent applications.

101. “Reverse Wire” And Its Solution. On or about October 20, 1998,

approximately two months after the application for the ‘967 Patent was filed, Leviton provided
Sutton with another invention that solved a second long standing problem known as “reverse
wire,” so named because it arose when an installer of a GFCI wired the device in reverse. Simply
put, if the installer wired a GFCI device with the incoming or “line” terminals mistakenly
connected to the outgoing or “load” terminals, the faulty installation would defeat the protection
of the GFCI. Leviton refers to this invention as “isolated conductors.”

102. Priortothisinvention, GFCIs had one conductor connected to the incoming
or “line” terminals, and a second conductor that fed power to both the “load” terminals and the
“face outlets,” i.e., the place where an appliance was plugged in. The circuit interrupter was
situated between the first and second conductors. If the GFCI was installed correctly, in the event
of a ground fault, the circuit interrupter tripped, cutting off power to the load terminals and the
face outlets.

103. However, when the device was wired in reverse, power entered from the
wrong side, i.e., the “load” terminals. Because the “load” terminals were permanently connected
to the face outlets, even if the circuit interrupter tripped due to a ground fault, the face outlets were
still live, and could still cause shock or electrocution.

104. Levitoninvented the “isolated conductor” GFCI to solve this problem. This
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new GFCI has three separate conductors: one for the line side, one for the load side, and one for
the face outlets. When a ground fault is detected, the circuit interrupter isolates all three
conductors. In this way, even if the installer has wired the GFCI in reverse, the “isolated
conductors” would cut off power to the face outlets and prevent shock or electrocution if a ground
fault is detected.

105. “Isolated conductors” is one of Leviton’s more significant inventions.

106. In no small part, Leviton’s demonstration of a viable “reverse-wired”
protected GFCI made it possible for the ANSI standards body to require, effective July 2006, that
a GFClI that is wired in reverse should be unable to provide power at the outlets upon installation.

107.  Leviton submitted to defendant Sutton an invention disclosure to seek patent
protection for this invention.

108. Leviton provided Sutton with a preferred embodiment of the new GFCI that
encompassed both “reset lockout” and “isolated conductors.” The preferred embodiment used a
bridge mechanism to electrically connect the three conductors. This bridge mechanism was
referred to as “bridge contacts.”

109. On August 20, 1999, Sutton filed a patent application entitled “Circuit
Interruptive Device with Reverse Wiring Protection.” This application was filed as a continuation
in part of the application that led to the ‘967 patent. On June 21, 2001, the USPTO granted U.S.
Pat No. 6,246,588 (the ‘558 patent) to Leviton.

110. Malpractice in Failing to Prosecute Correct and Complete Patent

Claims. Instead of prosecuting patent claims that covered the full breadth of the “isolated
conductor” invention, Sutton prosecuted patent claims limited in one fashion or another to the

preferred embodiment. Sutton did not prosecute a patent claim for “isolated conductors” as a
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separate invention, but only claimed patent protection for “isolated conductors” used in connection
with “reset lockout.”

111. Despite having every opportunity to do so prior to the issuance of the ‘558
Patent, Sutton failed to prosecute proper and correct patent claims directed to this invention. Only
later when unauthorized GFCls incorporating “isolated conductors” were found in the marketplace
did Sutton appreciate he had failed to properly claim the isolated conductors invention.

112.  As a result of defendants Greenberg Traurig and Sutton’s negligence in
securing proper patent protection for Leviton’s “isolated conductors” invention, Leviton had to
pay Greenberg Traurig and Sutton excessive fees for a multiplicity of patent application filings
in excess of what a patent prosecutor of ordinary skill would have achieved following accepted
patent prosecution practice.

113. By failing to completely and correctly patent the invention, defendants
Greenberg Traurig and Sutton caused Leviton to expend millions of dollars of unnecessary legal
fees and expenses in litigating multiple patent infringement cases, and to settle such cases for less
than they would have been worth if the proper patents had been obtained.

114. Defendants Greenberg Traurig and Sutton caused Leviton to incur legal fees
and expenses in the Shanghai Meihao Litigation that would have been unnecessary if the proper
patents had been obtained, and to incur the damage to the value of the patents described below.

115.  Leviton was further harmed by widespread infringement of its “isolated
conductors” invention, because until recently it did not have the proper patent coverage to obtain
judicial relief.

K. Defendants’ Malpractice During Prosecution Of
The Application For the ‘766 Patent

116.  OnApril 19, 2004, Sutton filed another patent application as a continuation
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application regarding GFCI technology, which in accordance with applicable U.S. statutes and
regulations, claimed a priority filing date back to the filing of the ‘558 patent, August 20, 1999.
This application was drafted with the goal of claiming “isolated conductors” separate from reset
lockout. On March 8, 2005, the USPTO granted U.S. Patent No. 6,864,766 (the “‘766 Patent™)
to Leviton.

117. Defendant Narcisse was the attorney who actually wrote the patent
application for the ‘766 Patent, and prosecuted such patent before the USPTO. Defendants Sutton
and Magidoff were responsible for supervising defendant Narcisse with regard to the ‘766 Patent.

118. Narcisse had not previously worked on any of the patent applications related
to the “reset lockout” or “isolated conductors” inventions. However, he had worked on another,
later invention by a different group of inventors, who created a new embodiment for a GFCI with
the isolated conductors invention. This application was filed six months prior to the filing of the
application for the ‘766 Patent, and was assigned Serial No0.10/690,776 (“the Germain
Application”).

119. The Germain Application was prepared by defendant Narcisse, under the
supervision of defendants Sutton and Magidoff.

120. Narcisse filed claims in the application for the ‘766 Patent that were nearly
identical to the claims he had previously filed in the Germain Application.

121. Defendant Greenberg Traurig filed a Petition to Make Special requesting
expedited prosecution of the application for the ‘766 Patent, in light of infringing activity.

122. During prosecution of the application for the ‘766 Patent, the Greenberg
Traurig Defendants did not inform the Patent Office examiner about the co-pending Germain

Application with nearly identical claims, and did not make disclosures about relevant litigations
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and other matters.

123. The Greenberg Traurig Defendants’ failure to make proper disclosures to
the USPTO in the application for the ‘766 Patent resulted in adverse findings in the litigation
discussed below.

L. Judicial Determinations Of Greenberg Traurig’s Malpractice and
Breach of Duty In The Shanghai Meihao L.itigation

124. Three weeks after the ‘766 Patent was granted, on March 31, 2005,
defendant Greenberg Traurig filed suit in the District of Maryland on behalf of Leviton against
Universal Security Instruments, Inc. (“USI”) and Shanghai Meihao Electric, Inc. (“Shanghai
Meihao”) for infringement of the ‘766 Patent. Leviton Manufacturing Co., Inc. v. Universal
Security Instruments, et al.

125. On May 5, 2005, Shanghai Meihao filed its Answer in that case, and
commenced a declaratory judgment action against Leviton (“the Shanghai Meihao Declaratory
Judgment Action”). The actions were consolidated and are referred to collectively herein as “the
Shanghai Meihao Litigation.”

126. Shangai Meihao raised the defense, and sought a declaratory judgment, that
the *766 Patent was unenforceable due to “inequitable conduct” during prosecution of the *766
Patent before the USPTO.

127.  Theconductalleged by Shanghai Meihao was the conduct of the Greenberg
Traurig Defendants. Shanghai Meihao referred to the conduct of Sutton, Magidoff, and Narcisse,
by name, and made detailed allegations of wrongdoing and breaches of professional responsibility
and standards of practice by them.

128.  Onorabout January 14, 2008, Shanghai Meihao moved for attorneys’ fees

and costs against Leviton, alleging “inequitable conduct” by the Greenberg Traurig Defendants
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during prosecution of the application for the ‘766 Patent, and discovery misconduct by the
Greenberg Traurig Defendants during the Shanghai Meihao Litigation.

129. By email dated January 20, 2008, Leviton informed the Greenberg Traurig
Defendants of Shanghai Meihao’s motion, and sent the Greenberg Traurig Defendants a copy of
the publicly-filed motion.

130. Judicial Determinations Of Failure to Disclose by Greenberg Traurig

Defendants. InaReport and Recommendation dated December 23, 2008 in the Shanghai Meihao
Litigation (“the Gauvey Decision”), Magistrate Judge Susan K. Gauvey determined that
Greenberg Traurig had violated applicable regulations of the PTO and case law in connection with
its prosecution of the ‘766 Patent. In a Memorandum and Order dated May 12, 2009 in the
Shanghai Meihao Litigation (“the Davis Decision”), District Judge Andre Davis adopted the report
and recommendation of Magistrate Gauvey in virtually all respects.

131. Leviton informed the Greenberg Traurig Defendants of these decisions
within days of their receipt.

132. The Gauvey and Davis Decisions determined that the Germain Application
and the ‘766 Patent have many patent claims that are word-for-word identical, or very nearly so.
Davis at 7; Gauvey at 5. The Gauvey Decision determined that the Greenberg Traurig Defendants
had copied claim language from the Germain Application into the application for the 766 Patent,
and had failed to timely inform the PTO that they had done so. Id. at 23. The Davis Decision
adopted this determination.

133. The Gauvey Decision determined that the copying of claim language from
the Germain Application into the application for the ‘766 Patent was material, and that copying

of claim language was “essentially material per se,” and that disclosure of such copying is “an
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absolute, unqualified duty.” Gauvey at 22. The Davis Decision adopted these determinations, and
held that the Germain Application should have been disclosed to the patent examiner “as a matter
of law.” Davis at 7.

134. The Gauvey Decision further determined that there was a duty to disclose
to the PTO that there was related litigation to the subject matter of the ‘766 Patent, namely, that
the parent patents of the *766 Patent had been litigated in at least 12 different lawsuits filed before
the ‘766 Patent was issued. Id. at 37-38. See also MPEP § 2001.06(b). The Gauvey Decision
determined that the related litigation had not been timely disclosed to the PTO by the Greenberg
Traurig Defendants. 1d. at 40-42.

135. Judicial Determination of Intent to Deceive by Greenberg Traurig

Defendants. The Gauvey Decision determined that the Greenberg Traurig Defendants had
intended to deceive the PTO when they failed to disclose the Germain Application and the related
litigation. The Gauvey Decision expressly found that “the facts and circumstances indicate”
Greenberg Traurig’s “intentional, deliberate deception of the PTO.” Id. at 59. The Gauvey
Decision determined that Greenberg Traurig “played ‘fast and loose” with the governing law,
ignoring their overarching duty of candor and disclosure complying with the governing statute,
regulations and manual provisions.” Id. at 62. While the finding referred on occasion to Leviton
as the party to the litigation, all of the wrongful conduct found by the court was committed solely
by the Greenberg Traurig Defendants. Id. at 47-59, 62.

136. The Davis Decision adopted the determination of the Gauvey Decision that
Greenberg Traurig had acted with intent to deceive the PTO:

Here, Narcisse withheld highly material information in the form of

the Germain application. He knew of the materiality of this

information. In fact, he drafted the ‘766 Patent and the Germain
application within a relatively short time period of one another.

Page 32 of 63



Case 1:09-cv-08083-GBD Document 35  Filed 01/15/2010 Page 33 of 63

And, he has not offered any credible explanation as to why the

information was withheld. Narcisse’s bare denials of his subjective

belief that disclosure was not required contradict his own testimony

that he not only was familiar with MPEP requirements and PTO

regulations, but that he was also aware of 37 C.F.R. § 10.23, which

prohibits copying of claims, and 37 C.F.R. § 1.604(b), which

requires disclosure of material information. 1d. at 11.

137. The Gauvey Decision determined that the acts and omissions of the
Greenberg Traurig Defendants constituted “inequitable conduct” during the prosecution of the
‘766 Patent. The Gauvey Decision recommended that based on the acts and omissions of the
Greenberg Traurig Defendants, plaintiff Leviton should be sanctioned and required to reimburse
Shanghai Meihao over $800,000 in costs and attorneys’ fees. The Davis Decision adopted the
report and recommendation of Magistrate Judge Gauvey, and entered judgments against Leviton,
as described herein.

138. Leviton has filed an appeal of the Davis Decision and the resulting
judgments, and has paid the full amount of the judgment and other amounts as required to the
Clerk of the Court, in lieu of an appeal bond. Regardless of whether Leviton succeeds in its appeal
that the Greenberg Traurig Defendants’ conduct did not rise the level of “inequitable conduct”
under applicable case law in the Federal Circuit, the Greenberg Traurig defendants committed
malpractice and failed to follow accepted professional standards during the prosecution of the ‘766

Patent, and the Greenberg Traurig Defendants malpractice has caused Leviton significant harm.

139. Judicial Imposition of Sanctions For Discovery Misconduct By The

Greenberg Traurig Defendants. As noted, Shanghai Meihao also moved for attorneys’ fees and

costs based on litigation misconduct by the Greenberg Traurig Defendants. In addition to the
conduct of the Greenberg Traurig Defendants during the prosecution of the ‘766 Patent referred

to above, the Court determined to impose sanctions on Leviton on the independent ground that the
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Greenberg Traurig Defendants had committed misconduct during discovery.

140. The opposing party in the Shanghai Meihao Litigation served subpoenas
on the Greenberg Traurig Defendants on January 25, 2007. Gauvey at 77. The subpoenas were
for documents and testimony relevant to the defense of “inequitable conduct” raised in the
Shanghai Meihao Litigation in May 2005. Id. at 77.

141. Despite being duly subpoenaed, the Greenberg Traurig Defendants neither
appeared for deposition nor produced documents, nor did they timely move to quash, nor did they
seek an adjournment of their time to respond. 1d. at 77.

142.  The Gauvey Decision recommended that based on the discovery misconduct
by the Greenberg Traurig Defendants, plaintiff Leviton should be sanctioned and required to
reimburse Shanghai Meihao over $800,000 in costs and attorneys’ fees.

143.  The Davis Decision adopted the report and recommendation of Magistrate
Judge Gauvey, and adopted the conclusion of the Magistrate Judge that the litigation misconduct
committed by the Greenberg Traurig Defendants was egregious. Id. at 12. Judge Davis found as
follows:

The inference is inescapable that the misguided efforts of Leviton’s

counsel to resist discovery on inequitable conduct arose in

significant part because it was members of that firm that had

engaged in such conduct. Under the circumstances, this case played
out quite predictably. Id. at 14 (Emphasis added.)

144. Judgments For Attorneys’ Fees and Costs In the Shanghai Meihao

Litigation. Judgment was entered in the Shanghai Meihao Litigation on May 14, 2009 against
Leviton for $726,579.15 in attorneys’ fees and $84,080.02 in costs, because of the acts and
omissions of the Greenberg Traurig Defendants during prosecution of the ‘766 Patent, and

independently, because of their discovery misconduct during the Shanghai Meihao Litigation.
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145.  Another judgment was entered in the Shanghai Meihao Litigation on May
15, 2009 against Leviton for an additional $234,499.04 in attorneys’ fees and $1,194.94 in costs,
for the attorneys’ fees and costs incurred in litigating the foregoing sanctions motion.

146. Leviton’s appeal of the Davis Decision and the judgments resulting from
it is currently pending. Leviton has paid the amount of the judgment to the Clerk of the Court of
the District of Maryland, and such additional amounts as were required, in order to stay
enforcement of the judgments during the pendency of the appeal of the May 14 and May 15, 2009
judgments.

147. Regardless of the outcome of the appeal, the malpractice and breach of
fiduciary duty of the Greenberg Traurig Defendants has already caused financial harm to Leviton.

148. The judicial determination of “inequitable conduct” regarding the
prosecution of the application for the ‘766 Patent has already caused harm to the value of
Leviton’s GFCI patents. A judgment of “inequitable conduct” renders a patent unenforceable
under federal case law.

149. Unless the Davis Decision is reversed on appeal, Leviton will suffer
additional financial harm, as described in more detail herein, both in loss of value of the ‘766
Patent, and attorneys’ fees and expenses for the appeal of the Davis Decision and further
proceedings in relation thereto.

150. Evenifthe Davis Decision is reversed on appeal, Leviton will have suffered
impairment of the value of the ‘766 Patent during the years that the appeal was pending, including
impairment to its ability to negotiate and obtain royalties or license fees for products utilizing the
invention.

151. Defending against the sanctions motion in the Shanghai Meihao L.itigation
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cost Leviton $357,216.25 in costs and attorneys’ fees, and will cost Leviton additional amounts
through the appeal of the Davis Decision and the judgments resulting therefrom, and other
proceedings relating thereto, including the loss of interest on the money deposited with the Clerk
of the Court.

152. Leviton had to hire new counsel to replace the Greenberg Traurig
Defendants as counsel in the Shanghai Meihao Litigation and Leviton incurred $870,792.75 in
attorneys’ fees for the new firm’s work leading to Leviton’s dismissal of the Shanghai Meihao
Litigation. A substantial portion of this sum was necessitated by the requirement that such counsel
replace Greenberg Traurig after that firm had spent several years on the case, to mitigate damage
caused by the Greenberg Traurig Defendants.

M. Greenberg Traurig’s Violation of DR 5-102 and Breach of Fiduciary Duty
In the Shanghai Meihao Litigation

153.  As set forth below, the Greenberg Traurig Defendants should never have
acted as counsel for Leviton in the Shanghai Meihao Litigation, and they breached their fiduciary
duty and committed malpractice, by putting their own interest in earning millions of dollars in
legal fees in that litigation, ahead of their fiduciary obligations to their client.

154.  Applicable Ethics and Fiduciary Obligations. Defendants Greenberg

Traurig, Sutton, Magidoff, and Narcisse are subject to the New York Code of Professional
Responsibility, which was in effect at the times complained of.

155. Itisabreach of professional ethics in violation of a lawyer’s fiduciary duty
for the lawyer, or his firm, to accept employment or to continue employment in a contemplated

or pending litigation if the lawyer or any other lawyer in his law firm may be called as a witness
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adverse to the lawyer’s or the law firm’s client. DR 5-102(b),* DR 5-102(d).*°

156. Under DR 5-102(b) and DR 5-102(d) it is not permissible to accept or
continue employment if a lawyer’s testimony might or may be prejudicial to the client, even if the
lawyer’s client is fully informed of the law and the facts, and even if the lawyer’s client purports
to consent after full disclosure.

157. Greenberg Traurig’s Improperly Acting As Counsel For Leviton in the

Shanghai Meihao Litigation. Each of defendants Greenberg Traurig, Sutton, Magidoff and

Narcisse were aware of their own involvement in the conduct that Shanghai Meihao alleged
rendered the ‘766 Patent unenforceable. Defendants Greenberg Traurig, Sutton, Magidoff and
Narcisse should never have commenced the Shanghai Meihao Litigation on Leviton’s behalf.

158. Defendant Greenberg Traurig and defendants Sutton, Magidoff, and
Narcisse knew or it was obvious from the outset of the Shanghai Meihao Litigation that either one
or all of the individual Greenberg Traurig Defendants, or other lawyers in their firm, were likely
to be adverse witnesses to their client Leviton in regards to the patent prosecution of the 766
Patent.

159.  Uponreceipt of the detailed allegations in the Shangai Meihao Declaratory

Judgment Action which were directed at them by name, defendants Greenberg Traurig, Sutton,

¥ DR 5-102(b) provides as follows: “Neither a lawyer nor the lawyer’s firm shall accept employment in
contemplated or pending litigation if the lawyer knows or it is obvious that the lawyer or another lawyer
in the lawyer’s firm may be called as a witness on a significant issue other than on behalf of the client,
and it is apparent that the testimony would or might be prejudicial to the client.” (Emphasis added.)

“ DR 5-102(d) provides as follows: “If, after undertaking employment in contemplated or pending
litigation, a lawyer learns or it is obvious that the lawyer or a lawyer in his or her firm may be called as a
witness on a significant issue other than on behalf of the client, the lawyer may continue the
representation until it is apparent that the testimony is or may be prejudicial to the client at which point
the lawyer and the firm must withdraw from acting as an advocate before the tribunal.” (Emphasis
added.)
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Magidoff and Narcisse should have withdrawn from the Shanghai Meihao Litigation. If it was not
known or obvious to such defendants from the outset of the litigation, then it was known or
obvious to such defendants from the time that Shanghai Meihao commenced its declaratory
judgment action, containing specific allegations against such lawyers and referring to them by
name.

160. Neither at the time Greenberg Traurig commenced the Shanghai Meihao
Litigation, nor at the time that Shanghai Meihao filed its declaratory judgment action based on
such defendants’ conduct, nor at any time until they were replaced as counsel for Leviton in the
Shanghai Meihao Litigation, nor at any time thereafter, did any of defendants Greenberg Traurig,
Sutton, Magidoff or Narcisse advise their client Leviton of their obvious conflict of interest, nor
of the possibility or certainty that they would be adverse witnesses against their client, nor of their
ethical obligation under DR 5-102 to either not accept, or to withdraw from, the representation of
their client in the litigation.

161. The Greenberg Traurig Defendants never informed their client Leviton of
the existence of the inequitable conduct defense, or the potential costs and risks associated with
the inequitable conduct defense.

162. The Greenberg Traurig Defendants failed to disclose these things to their
client, so that they could continue to earn millions of dollars in fees in representing Leviton in that
lawsuit, and so that the virtual monopoly by defendants Sutton and Greenberg Traurig on
Leviton’s patent litigation business would not be interrupted

163. By reason of commencingand prosecuting the Shanghai Meihao Litigation
on behalf of Leviton, defendant Greenberg Traurig was paid over $3.5 million by Leviton in

attorneys’ fees and disbursements.
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164. Upon information and belief, defendants Sutton, Magidoff, and Narcisse
received higher compensation from defendant Greenberg Traurig by reason of the fees that
Greenberg Traurig obtained from Leviton for the Shanghai Meihao Litigation.

165. None of such fees or expenses were properly earned, and the Greenberg
Traurig Defendants must disgorge the full amount of the fees and expenses they were paid.

166. Because of defendants Greenberg Traurig, Sutton, Magidoff and Narcisse’s
conflicted status, plaintiff Leviton was deprived of sound and unbiased advice in the conduct of
the Shanghai Meihao Litigation, and in opportunities for the settlement thereof. By breaching their
fiduciary duty to their client, the Greenberg Traurig Defendants prevented their client from taking
timely action to mitigate its risks and costs.

N. Defendants’ Malpractice: “On-Sale Bar”
Failure to Timely File Patent Applications

167. At all times complained of, defendants Sutton and Magidoff were
personally responsible for supervising the timely and correct handling of the prosecution of the
patent applications described below.

168. The One-Year “On-Sale” Bar. Pursuant to 35 U.S.C. 102(b), in order to

obtain a U.S. patent, the applicant must file an application for the patent at least one year before
the product in question is offered for sale. This rule is commonly known as “the on-sale bar.”™**

169. Plaintiff Leviton entrusted certain inventions to defendants Sutton and
Magidoff, and later, to defendants Greenberg Traurig, Sutton and Magidoff, to timely apply for

patents, where the patent applications were not timely filed within one year of the date the product

135 U.S.C. 102(b) provides: “A person shall be entitled to a patent unless * * * (b) the invention was
patented or described in a printed publication in this or a foreign country or in public use or on sale in this
country, more than one year prior to the date of the application for patent in the United States . . . .”
(Emphasis added.)
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which utilized such invention was “on sale” in the United States. Defendants Sutton and Magidoff
were responsible for supervising the timely and correct filing of these patent applications.

170. Inall such cases, the defendants were aware, prior to the time they received
the assignment from plaintiff Leviton to apply for such patent, that Leviton was applying for the
patent because Leviton intended or was likely to offer the product which utilized such invention
for sale in the United States as soon as the product could be made ready for sale.

171. In all such cases, plaintiff Leviton relied upon the defendants to either
timely apply for the patent in question, prior to the time that Leviton offered the product for sale,
or if the product was on sale before the invention was submitted to the defendants, prior to the on-
sale bar date.

172.  Occupancy Sensor Inventions —1997. On approximately June 18, 1997,

Leviton submitted to defendants three disclosures concerning inventions for occupancy sensors.
Defendants waited seven years before filing provisional applications with the USPTO.
Subsequent to filing the provisional applications, defendants filed corresponding non-provisional
applications. Defendants did not seek the inventor’s review and approval of the patent application
until after they filed it with the USPTO.

173.  The first provisional application, assigned serial no. 60/591,274, directed
to a passive infrared switch, was not filed until July 27, 2004. The second provisional application,
assigned serial no. 60/601,246, directed to a Method for Switching a Latching Relay, was not filed
until August 13, 2004. The third provisional application, assigned serial no. 60/602,478, directed
to an Intelligent PIR wall switch, was not filed until August 18, 2004.

174. By thetime these three applications had been filed Leviton had been selling

devices with these technologies for several years. When Leviton finally learned that the
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applications had been filed late, Leviton was forced to abandon the applications.

175.  Plug In Counter Tool — 1998. On approximately May 15, 1998 Leviton

submitted to defendants a disclosure for a Plug In Counter Tool. At the time the disclosure was
submitted to defendants, Leviton informed defendants that the device was on sale.

176. Despite knowing they had less than one year before the on-sale bar would
apply, more than ample time to prepare a patent application, defendants did not seek any patent
protection until March 3, 2005, when they filed a provisional patent application, serial no.
60/658,262. Defendants subsequently filed a corresponding non-provisional application on March
3, 2006, serial no. 11/367,651.

177. By the time these applications had been filed Leviton had been selling
devices with this technology for several years. When Leviton finally learned that the applications
had been filed late, Leviton was forced to abandon the applications.

178. Magnetic Low Voltage Dimmer — 1998. On approximately October 9,

1998, Leviton submitted to defendants an invention disclosure concerning a magnetic low voltage
dimmer. Leviton informed defendants that it intended to develop a product in 1998. A product
was in fact developed and first sold in 1999.

179. Defendants failed to file for any patent protection until March 3, 2005, when
defendants filed a provisional application, serial no. 60/658,080. On March 3, 2006, defendants
filed a corresponding non-provisional application, serial no. 11/367,985, which ultimately issued
on January 27, 2009, as U.S. Patent No. 7,482,758.

180. By the time these applications had been filed Leviton had been selling
devices with this technology for several years. When Leviton finally learned that the applications

had been filed late, Leviton was forced to donate the patent to the public.
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181. Motor Starting Switches. On approximately October 9, 1998 Leviton

submitted to defendants an invention disclosure for motor starting switches. Leviton informed
defendants of its intention to make the invention public by the end of 1998 and in fact first sold
a product embodying the invention on October 28, 1999.

182. Defendants did not seek patent protection until January 31, 2005, when they
filed a provisional application, serial no. 60/648,793. Defendants subsequently filed a
corresponding non-provisional patent application on January 6, 2006, serial no. 11/326,688. The
claims prosecuted by defendants are either narrower than the invention so as to avoid the on-sale
bar, but consequently do not cover Leviton’s invention and products; or alternatively, the claims
are invalid as defendants failed to file for patent protection within one year of the invention being
on sale. In either case Leviton has lost value as to its patents.

183. Controller For Wallbox Dimmer —1999. On approximately February 18,

1999 Leviton submitted to defendants an invention disclosure for a controller for a wallbox
dimmer. Leviton informed defendants of its intention to commercialize the product that year.
184.  Defendants did not file an application for a design patent until December
16, 2004. The product was already on sale in 2000. The patent issued as U.S. Patent No. 513,607
on January 17, 2006.
185. When Leviton finally learned that the application had been filed late,
Leviton was forced to donate the patent to the public.

186. Membrane Touch Dimmer—1999. Onapproximately February 18, 1999,

Leviton submitted to defendants an invention disclosure for a Membrane Touch Dimmer. Leviton
informed defendants of its intention to commercialize the product that year.

187. Defendants did not seek patent protection until March 2, 2005, when they
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filed a provisional application, serial no. 60/657,906. Defendants filed a corresponding non-
provisional application, serial no. 11/363,888 on February 27, 2006. Product incorporating this
invention was on sale at least by 2000.

188. When Leviton finally learned that the applications had been filed late,
Leviton was forced to abandon the applications.

189. Programming Template — 1999. On approximately October 14, 1999,

Leviton submitted to defendants an invention disclosure for a programming template/instructions
for wiring device. Leviton informed defendants of its intention to commercialize the product in
January 2000.

190. Defendants did not seek patent protection until March 3, 2005 when they
filed a provisional application serial no. 60/658,263. Defendants filed a corresponding non-
provisional application, serial no. 11/367,934 on March 3, 2006.

191.  When Leviton finally learned that the applications had been filed late,
Leviton was forced to abandon the applications.

192. Transition to Greenberg Traurig. None of the aforementioned patents in

question were timely applied for at the time that defendants Sutton and Magidoff affiliated with
defendant Greenberg Traurig. Defendant Greenberg Traurig thereafter undertook the
responsibility to timely file those patent applications which could still be timely filed, and failed
to do so, while charging fees and disbursements for patent prosecutions where the on-sale bar had
already run.

193. Commencing in approximately February 2000, when defendants Sutton and
Magidoff affiliated with defendant Greenberg Traurig, defendant Greenberg Traurig was given

the assignment to file certain additional patent applications, and those patent applications were not
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timely applied for.

194.  Security Lock Switch — 2000. On approximately November 10, 2000,

Leviton submitted to defendants an invention disclosure for a security lock switch. Leviton
informed defendants of its intention to commercialize the product that same year. Leviton began
selling the device incorporating the invention by the end of 2000.

195. Defendants did not seek patent protection until March 3, 2005, when they
filed a provisional patent application, serial no. 60/658,081. Defendants filed a corresponding
non-provisional application, serial no. 11/367,933 on March 3, 2006. The application issued as
U.S. Patent No. 7,196,278 on March 27, 2007.

196. When Leviton finally learned that the patent had not been timely applied
for, Leviton was forced to donate the patent to the public.

197. Snap in Printed Circuit Board Holder — 2000. On approximately

November 13, 2000, Leviton submitted to defendants an invention disclosure for a snap in printed
circuit board holder. Leviton began selling the product by the end of 2001.

198. Defendants did not seek patent protection until December 16, 2004, when
they filed a provisional application, serial no. 60/637,319. Defendants filed a corresponding non-
provisional application, serial no. 11/236,379, on September 27, 2005. The application issued as
U.S. Patent No. 7,164,588 on January 16, 2007.

199. When Leviton finally learned that the patent had not been timely applied
for, Leviton was forced to donate the patent to the public.

200. Weatherproof Electrical Enclosure —2001. On approximately May 31,

2001, Leviton submitted to defendants an invention disclosure for a weatherproof electrical

enclosure. On August 30, 2002, defendant Sutton was requested to update Leviton with the status
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of the patent filing on this invention and was reminded that commercial sales of certain products
containing at least part of the invention had launched on or about May 30, 2002.

201. Defendants did not seek patent protection until July 28, 2004, when they
filed a provisional application, serial no. 60/591,896. Defendants filed a corresponding non-
provisional application, serial no. 11/182,368 on July 15, 2005.

202. When Leviton finally learned that defendants were attempting to patent
claims that were barred by the on-sale bar, Leviton attempted to mitigate by instructing defendants
to narrow the claims to cover only those embodiments that had not been on sale, but Leviton
eventually had to abandon the patent application.

203. Indexing Mechanism - 2001. On approximately December 6, 2001,

Leviton submitted to defendants an invention disclosure for an indexing mechanism. Leviton
informed defendants of its intention to commercialize the product in or about May 2002. Leviton
first sold the product on January 20, 2003.

204. Defendants did not seek patent protection until March 17, 2004, when they
filed a provisional application, serial no. 60/553,834. Defendants filed a corresponding non-
provisional application, serial no. 11/078,078, on March 11, 2005. The application issued as U.S.
Patent No. 7,375,298 on May 20, 2008.

205. On March 16, 2005, the Greenberg Traurig Defendants filed a
corresponding international patent application, from which national patent applications in Canada,
Colombia, Costa Rica and Mexico were eventually filed.

206. When Leviton finally learned that the U.S. patent had not been timely
applied for, Leviton was forced to donate the U.S. patent to the public and withdraw the remaining

foreign patent applications.
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207. High Current Surge Panel with Diagnostics — 2002. On approximately

November 5, 2002, Leviton submitted to defendants an invention disclosure for a High Current
Surge Panel with Diagnostics. Leviton informed defendants that the product had been made
public on March 1, 2002.

208. Defendants did not seek patent protection until March 3, 2005, when they
filed a provisional application, serial no. 60/658,069. Defendants filed a corresponding non-
provisional application on March 2, 2006, serial no. 11/367,165.

209. When Leviton finally learned that the patent had not been timely applied
for, Leviton withdrew the patent application.

210. Additional Inventions Barred By the On-Sale Bar. On information and

belief, in addition to the inventions described above, there are additional inventions for which
defendants did not timely apply for patents, and as to which patent protection is subject to the on
sale bar of 35 U.S.C. 102(b). Leviton is continuing to research its patent records, and defendant
Greenberg Traurig still has possession of hundreds of files of patent applications whose contents
are not currently available to Leviton. Leviton reserves the right to supplement its Complaint
herein as it discovers additional instances of untimely patent applications.

211. Summary. Leviton lost valuable patent rights to the inventions described
above, because defendants Greenberg Traurig, Sutton and Magidoff filed to timely file the patent
applications.

212. Defendants committed legal malpractice in failing to timely file the
foregoing patent applications for matters that had been entrusted to them. The time requirements
were well-known, and were established by federal statute. Failure to comply with established law

concerning timely filing of patent applications is malpractice per se.
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213. Defendants’ legal malpractice caused plaintiff Leviton harm in paying
excessive and unjustified legal fees for the patent prosecutions, government filing fees, draftsmen
fees, and other related costs and expenses.

214. Each of the patent applications referred to above concerned a valuable
commercial invention, and the loss of patent protection for each because of defendants’ legal
malpractice deprived Leviton of a valuable property right, either to prevent infringers from selling
competing products, or to obtain license fees by licensing the technology to other manufacturers.

O. Breach Of Fiduciary Duty And Malpractice By Defendants In
Multiplying Fees in Prosecuting the Wiring Devices Patents

215.  As set forth below, defendants Greenberg Traurig and Sutton breached
accepted standards of practice and their fiduciary duty to their clients, by requiring multiple patent
filings through their negligent or willful failure to prepare and review the patent applications, and
negligently or willfully failing to file correct and fully supported applications, thus greatly
multiplying the fees that they could charge to Leviton.

216. Initial Entrustment of The Patent Prosecution —2000. On approximately

June 14, 2000, Leviton submitted to defendants Sutton and Greenberg Traurig an invention
disclosure concerning a unique line of wiring devices that encompassed many novel features,
including a new complex contour to the surface of the device and surrounding wallplates, unique
surface contours to a receptacle, a switch rocker and a switch/dimmer rocker, a mounting system,
alignment plate, multi-function clip, locator light, and a number of electro-mechanical
mechanisms for the operation of some of the devices.

217.  From June 2000 until about the end of August 2001, Leviton continued to
provide defendants with additional clarifications, drawings and prototypes to assist defendants in

understanding the various unique features of this line of products. In addition, defendant Sutton
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met with Leviton personnel on more than one occasion concerning seeking patent protection for
this line of products.

218. It was not until June 6, 2002, that defendants filed six different patent
applications for the purpose of claiming various innovations in the line of products.

219. Duplication of Effort — 2002. Defendants did not seek the inventors’

review of the six patent application until after the applications were filed. Upon review of the six
filed applications, the inventors recognized that defendants had omitted information from the
applications.

220. Defendants then proceeded to file an additional six patent applications on
September 6, 2002, each one claiming to be a continuation-in-part of a corresponding one of the
original set filed the previous June. Defendants abandoned the original set of six patent
applications.

221. Adgain, defendants did not seek the inventors’ review of the applications
until after the applications were filed. Defendant requested the inventor’s review on or about
October 8, 2002. Again, the applications required revisions from the inventors.

222.  OnJune 6, 2003, defendants filed six international patent applications, each
corresponding to one of the prior six applications and purportedly adding further information.

223. Duplication of Effort — 2004. On May 25, 2004, defendants filed another

set of six applications. This time each of the six claimed to be a continuation-in part of only one
of the six applications filed in September 2002. Defendants abandoned the September 2002 set
of six patent applications.

224. Despite having supposedly finally filed a correct set of applications,

defendants proceeded on December 3, 2004 to file six patent applications claiming priority to each
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of the six international applications filed in June 2003. Realizing this latest set of six patent
applications were useless in light of the filings the previous May, defendants allowed these six
applications to go abandoned.

225. Summary. By the foregoing multiplication of patent applications,
defendants Greenberg Traurig and Sutton magnified the fees they could obtain from a client which
trusted them, when a patent prosecutor of ordinary skill could have filed a single set of
applications, in a reasonable time after the patent prosecution was entrusted to him. By so doing,
defendants Greenberg Traurig and Sutton obtained hundreds of thousands of dollars of fees to
which they were not entitled.

P. Defending Patent Reexamination Proceeding Without Informing Leviton

226. The USPTO granted U.S. Patent No. 5,886,423 (the ‘423 Patent) to Leviton
for an electric series circuit.

227. In 2002, a third party commenced a reexamination proceeding regarding
the ‘423 Patent.

228. Defendant Sutton on behalf of defendant Greenberg Traurig responded to
the reexamination proceeding, and represented Leviton, without informing Leviton that he was
doing so.

229. During the reexamination proceeding, a number of the patent claims were
allowed by defendants Sutton and Greenberg Traurig to be cancelled, without informing Leviton.

230.  The files for the ‘423 Patent were turned over to Leviton only in July 2009,
and they contain no evidence that Leviton was informed. Despite inquiry from Leviton to
Greenberg Traurig, Greenberg Traurig has been unable to identify any person or communication

to Leviton informing it of the existence or results of the reexamination proceeding.
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231. Defendant Greenberg Traurig charged legal fees and disbursements to
Leviton to conduct the reexamination proceeding. Because the invoices to Leviton during the
applicable time period did not identify this matter with specificity, Leviton is presently unable to
state the precise amount of such fees.

232. Defendant Greenberg Traurig engaged in this work without the authority
of its client Leviton, and is not entitled to retain the fees and disbursements which it collected.

233. Defendants Greenberg Traurig and Sutton were not authorized by Leviton
to allow claims for the ‘423 Patent to be cancelled. Leviton has been harmed by the loss of
valuable patent claims, which would not have been lost if Leviton was properly informed.

First Cause of Action - Greenberg Traurig Defendants
Breach of Fiduciary Duty/Malpractice — Legal Fees For Shanghai Meihao Litigation

234.  All prior allegations are incorporated herein.

235. The Greenberg Traurig Defendants committed legal malpractice and
breached their fiduciary duty to their client Leviton: (a) by commencing the Shanghai Meihao
Litigation on Leviton’s behalf, when they knew or it was obvious that they may be called as
witnesses other than on behalf of the client, and that their testimony would or might be prejudicial
to the client on one or more significant issues, in violation of DR 5-102(b) and well-established
case law; and (b) by failing to immediately withdraw from the Shanghai Meihao Litigation, after
Shanghai Meihao served its Answer and commenced the Shangai Meihao Declaratory Judgment
Action, when they knew or it was obvious that they may be called as witnesses other than on
behalf of the client, and their testimony would or might be prejudicial to the client on one or more
significant issues, in violation of DR 5-102(d) and well-established case law.

236. The Greenberg Traurig Defendants committed legal malpractice and

breached their fiduciary duty to their client Leviton, by failing to advise their client of their
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professional and ethical duty not to accept employment in the Shanghai Meihao Litigation or to
withdraw from the representation.

237. The Greenberg Traurig Defendants committed legal malpractice and
breached their fiduciary duty to their client Leviton, by failing to advise their client of the
existence and risks of the “inequitable conduct” defense raised in the Shanghai Meihao Litigation,
and of the Greenberg Traurig Defendants’ acts and omissions that gave rise to the “inequitable
conduct” defense.

238. The Greenberg Traurig Defendants were disloyal to their long-time client
Leviton, and put their own interest in earning fees in a case where they were barred from
appearing as counsel under the Code of Professional Responsibility and case law, ahead of their
fiduciary and ethical obligations to their client, and to the court before whom the case was
pending. Further, the Greenberg Traurig Defendants put their own interest in preserving their
virtual monopoly on representation of Leviton in patent matters, and preventing other patent
counsel from appearing for Leviton and competing against the Greenberg Traurig Defendants for
Leviton’s legal business, where the Greenberg Traurig Defendants had earned tens of millions of
dollars from representing Leviton in patent matters, and where the Greenberg Traurig Defendants
hoped to continue to earn tens of millions of dollars from representing Leviton in patent matters.

239. Byreason of their legal malpractice, breach of fiduciary duty, and disloyalty
to plaintiff, the Greenberg Traurig Defendants must disgorge all the fees and disbursements they
were paid by plaintiff during the period of their disloyalty, which commenced from their
representation of plaintiff in preparation for and during the Shanghai Meihao Litigation.

240. The Gauvey and Davis Decisions, and the Judgments resulting therefrom,

are res judicata or collateral estoppel against the Greenberg Traurig Defendants, until and unless
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such Decisions and Judgments are reversed on appeal.

241. By reason of the foregoing, and all the pertinent facts alleged herein, the
Greenberg Traurig Defendants liable to plaintiff to disgorge any and all fees, expenses, and other
moneys received for such litigation, in an amount not less than $3,500,000.

242. The Greenberg Traurig Defendants are further liable to plaintiff for the fees
and expenses of new counsel retained by plaintiff to represent it in the Shanghai Meihao
Litigation, in the amount occasioned by such counsel having to expend time and effort to develop
knowledge of the case, and to mitigate the damage caused by the Greenberg Traurig Defendants’
improper appearance as counsel in the case and failure to immediately withdraw from the case,
and all other damages related thereto, in an amount not less than $1,500,000.

Second Cause of Action - Greenberg Traurig Defendants
Breach of Fiduciary Duty/Malpractice — Damages In Shanghai Meihao Litigation

243.  All prior allegations are incorporated herein.

244. The Greenberg Traurig Defendants committed legal malpractice and
breached their fiduciary duty to their client Leviton, by acting as counsel in a case where they were
conflicted by their own misconduct, both in the prosecution of the 766 Patent, and in their
misconduct committed during the litigation. By reason of defendants’ malpractice and breach of
fiduciary duty, plaintiff was deprived of unconflicted legal advice, and suffered the damages set
forth below, where if plaintiff had unconflicted counsel, such damages could have been mitigated
or avoided.

245.  The Gauvey and Davis Decisions, and the Judgments resulting therefrom,
are res judicata or collateral estoppel against the Greenberg Traurig Defendants, until and unless
such Decisions and Judgments are reversed on appeal.

246. By reason of the foregoing, and all the pertinent facts alleged herein, the
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Greenberg Traurig Defendants are liable to plaintiff for all damages to plaintiff arising from or
related to the Shanghai Meihao Litigation, including: (a) the loss of the value of the patents
referred to herein, (b) the damages assessed against plaintiff in the Gauvey and Davis Decisions
and the judgments resulting therefrom, (c) the attorneys’ fees and expenses incurred by plaintiff
in defending the motion by Shanghai Meihao that resulted in the Gauvey and Davis Decisions, (d)
the attorneys’ fees and expenses incurred and to be incurred by plaintiff for all appeals and further
proceedings related thereto, (e) the lost interest on the money deposited with the Clerk of the
Court, on the appeal of the Davis Decision and the resulting judgments, (f) the legal fees and
expenses paid to the Greenberg Traurig Defendants in the Shanghai Meihao Litigation, (g) the
legal fees and expenses of new counsel retained by plaintiff to represent it in the Shanghai Meihao
Litigation, and (h) the amounts or value that plaintiff could have received in settlement of the
Shanghai Meihao Litigation, if plaintiff had the advice of litigation counsel that was unconflicted
by being potential adverse witness against their client and unconflicted by litigation counsel’s
interest in protecting themselves ahead of their client; in an amount not less than $100 million.

Third Cause of Action — Greenberg Traurig Defendants
Breach of Fiduciary Duty/Malpractice — Sanctions in Shanghai Meihao Litigation

247.  All prior allegations are incorporated herein.

248. The Greenberg Traurig Defendants committed legal malpractice and
breached their fiduciary duty by committing the discovery misconduct determined by the Gauvey
and Davis Decisions to have been committed by them in the Shanghai Meihao Litigation.

249. The Gauvey and Davis Decisions, and the Judgments resulting therefrom,
are res judicata or collateral estoppel against the Greenberg Traurig Defendants, until and unless
such Decisions and Judgments are reversed on appeal.

250. By reason of the foregoing, and all the pertinent facts alleged herein, the
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Greenberg Traurig Defendants are liable to plaintiff for all damages to plaintiff from: (a) the
damages assessed against Leviton in the Gauvey and Davis Decisions and the judgments resulting
therefrom, (b) the attorneys’ fees and disbursements incurred by Leviton in defending the motion
by Shanghai Meihao that resulted in the Gauvey and Davis Decisions, (¢) the attorneys’ fees and
expenses incurred and to be incurred by plaintiff for all appeals and further proceedings related
thereto, and (d) the loss of interest on the money deposited with the Clerk of the Court on the
appeal of the Davis Decision and the resulting judgments; in an amount not less than $4 million.

Fourth Cause of Action — Greenberg Traurig Defendants
Breach of Fiduciary Duty/Malpractice — ‘766 Patent Prosecution

251.  All prior allegations are incorporated herein.

252. The Greenberg Traurig Defendants committed legal malpractice and
breached their fiduciary duty to their client Leviton, by committing the acts of legal malpractice,
breaches of accepted standards of patent prosecution practice, and failure to act in accordance with
well established case law and statutory law and regulations, described in the Gauvey and Davis
Decisions.

253. The Gauvey and Davis Decisions, and the Judgments resulting therefrom,
are res judicata or collateral estoppel against the Greenberg Traurig Defendants, until and unless
such Decisions and Judgments are reversed on appeal.

254. By reason of the foregoing, and all the pertinent facts alleged herein, the
Greenberg Traurig Defendants are liable to plaintiff for all damages to plaintiff arising from or
related to such legal malpractice and breach of fiduciary duty, including: (a) the loss of the value
of the patents referred to herein, (b) the damages assessed against plaintiff in the Gauvey and
Davis Decisions and the judgments resulting therefrom, (c) the attorneys’ fees and expenses

incurred by plaintiff in defending the motion by Shanghai Meihao that resulted in the Gauvey and

Page 54 of 63



Case 1:09-cv-08083-GBD Document 35  Filed 01/15/2010 Page 55 of 63

Davis Decisions, (d) the attorneys’ fees and expenses incurred and to be incurred by plaintiff for
all appeals and further proceedings related thereto, (e) the loss of interest on the money deposited
with the Clerk of the Court on the appeal of the Davis Decision and the resulting judgments, (f)
the legal fees and expenses paid to the Greenberg Traurig Defendants in the Shanghai Meihao
Litigation, (g) the legal fees and expenses of new counsel retained by plaintiff to represent it in
the Shanghai Meihao Litigation, and (h) the amounts or value that plaintiff could have received
in settlement of the Shanghai Meihao Litigation, or which plaintiff could have recovered through
judgment therein, if the patents had been prosecuted in accordance with accepted standards of
patent prosecution and in accordance with well established case law and statutory law and
regulations; in an amount not less than $100 million.
Fifth Cause of Action — Greenberg Traurig, Sutton

Breach of Fiduciary Duty/Malpractice —
Failure To Prosecute Correct and Complete GFCI Patent Claims

255.  All prior allegations are incorporated herein

256. Defendants Greenberg Traurig and Sutton committed legal malpractice,
breached accepted standards of patent prosecution practice, and failed to follow well-established
case law and statutory law and regulations, by failing to timely prosecute correct and complete
claims for plaintiff’s “isolated conductors” invention, and by failing to timely obtain correct and
complete patent protection for such invention. If complete and correct patent claims had been
timely prosecuted, complete and correct patents would have been issued by the USPTO.

257. By reason of the foregoing, and all the pertinent facts alleged herein,
defendants Greenberg Traurig and Sutton are liable to plaintiff to disgorge the fees which they
received from plaintiff for the multiple patent prosecutions over a period of many years

necessitated by such defendants’ failure to timely prosecute correct and complete patent claims,
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in an amount not less than $2 million.

258. By reason of the foregoing, and all the pertinent facts alleged herein,
defendants Greenberg Traurig and Sutton are further liable to plaintiff for the attorneys’ fees and
expenses, in an amount not less than $30 million, incurred by plaintiff in litigations to enforce the
GFCl patents, where plaintiff’s rights were diminished because of the defendants’ failure to timely
file correct and complete patent claims.

259. By reason of the foregoing, and all the pertinent facts alleged herein,
defendants Greenberg Traurig and Sutton are further liable to plaintiff, in an amount not less than
$50 million, for the judgments that could have been obtained, or the settlements that could have
been achieved, with infringers of plaintiff’s GFCI inventions, and the lost business to plaintiff by
reason of such infringers’ ability to continue infringing due to incorrect and incomplete patents,
and the license fees that could have been obtained if complete and correct patent claims had been
timely prosecuted.

Sixth Cause of Action — Greenberg Traurig, Sutton and Magidoff
Breach of Fiduciary Duty/Malpractice - On-Sale Bar

260.  All prior allegations are incorporated herein.

261. Defendants Greenberg Traurig, Sutton, and Magidoff committed legal
malpractice and breached their fiduciary duty to their client, breached accepted standards of patent
prosecution practice, and acted in contravention of well-established case law and statutory law and
regulation, by failing to timely apply for the patents for the inventions described herein, and
thereby causing plaintiff to lose the patent protection to which such inventions were entitled, by
reason of the statutory “on-sale bar” described herein, 35 U.S.C. 102(b). If such patents had been
timely applied for, plaintiff would have received patent protection for such inventions, and/or such

patent protection would not have been lost due to the “on-sale bar.”
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262. Defendants Greenberg Traurig, Sutton and Magidoff were paid fees and
expenses by plaintiff for prosecution of patent applications, where patent protection was already
barred by the “on-sale bar” at the time the fees and expenses were incurred.

263. By reason of the foregoing, and all the pertinent facts alleged herein,
defendant Greenberg Traurig, Sutton, and Magidoff must disgorge the fees and expenses they
were paid by plaintiff for the prosecutions of such patents, and are liable to plaintiff for all
damages to plaintiff arising from or related to the loss of patent protection for such patents, in an
amount not less than $10 million.

Seventh Cause of Action — Greenberg Traurig, Sutton
Breach of Fiduciary Duty/Malpractice - Multiplication of Patent Applications

264.  All prior allegations are incorporated herein.

265. Defendants Greenberg Traurig and Sutton committed legal malpractice and
breached their fiduciary duty to their client, and breached accepted standards of patent prosecution
practice, by requiring multiple patent filings for the wiring devices described herein.

266. Defendants Greenberg Traurig, Sutton and Magidoff were paid fees and
expenses by plaintiff for patent prosecutions that were unnecessary if accepted standards of patent
prosecution practice had been followed.

267. By reason of the foregoing, and all the pertinent facts alleged herein,
defendant Greenberg Traurig and Sutton must disgorge the fees and expenses they were paid by
plaintiff for the prosecution of such patent applications, in an amount not less than $500,000.

Eighth Cause of Action — Greenberg Traurig, Sutton
Breach of Fiduciary Duty/Malpractice - ‘423 Patent Reexamination

268.  All prior allegations are incorporated herein.

269. Defendants Greenberg Traurig and Sutton committed malpractice and
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breached their fiduciary duty to plaintiff, by failing to inform plaintiff of the existence of the
reexamination proceeding for the ‘423 Patent, and by conducting the reexamination proceeding
without authority from Leviton.

270. Defendants Greenberg Traurig and Sutton committed malpractice and
breached their fiduciary duty to plaintiff, by allowing valuable patent claims to be cancelled in
such reexamination proceeding. If defendants Greenberg Traurig and Sutton had followed
accepted standards of patent prosecution practice, such valuable patent claims would not have
been cancelled.

271. Defendants Greenberg Traurig and Sutton were paid fees and expenses by
plaintiff for representing plaintiff in a patent proceeding which plaintiff had not authorized
defendants to engage in.

272. By reason of the foregoing, and all the pertinent facts alleged herein,
defendants Greenberg Traurig and Sutton must disgorge the fees and disbursements they were paid
by plaintiff for such reexamination proceeding, in an amount not less than $50,000.

273. By reason of the foregoing, and all the pertinent facts alleged herein,
defendants Greenberg Traurig and Sutton are liable to plaintiff for the loss of the valuable patent
claims in such proceeding, in an amount not less than $100,000.

Ninth Cause of Action — Greenberg Traurig, Sutton
Unjust Enrichment - ““On Sale Bar’ Billings

274.  All prior allegations are incorporated herein.

275. Defendant Greenberg Traurig billed Leviton and was paid for professional
time and disbursements for work done in preparing patent applications, procuring patents, and
other work in relation thereto, for the patents referred to in Section P herein, for which the “on sale

bar” of 35 U.S.C. 102(b) had expired.
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276. Defendant Sutton was the billing partner at defendant Greenberg Traurig
responsible for preparing and sending the invoices for all work done for Leviton, including the
work on the “on sale bar” patents.

277. Oninformationand belief, defendant Sutton benefited from the billings and
collections for the foregoing “on sale bar” patents, in that his compensation at defendant
Greenberg Traurig was increased as a result of such billing and collections.

278. Defendant Greenberg Traurig was not entitled to receive any money from
Leviton for its professional time and disbursements for work on the “on sale bar” patents, because
it could not apply on Leviton’s behalf for patents for inventions as to which the time to apply for
patents had expired by reason of the “on sale bar” of 35 U.S.C. 102(b).

279. Defendants Greenberg Traurig and Sutton were unjustly enriched at
Leviton’s expense, and received a benefit to which they were not entitled, and it is against equity
and good conscience to permit defendants to retain the money they received from Leviton to
which they were not entitled.

280. By reason of the foregoing, and all the pertinent facts alleged herein,
defendant Greenberg Traurig is liable to plaintiff for the money it received from Leviton, for
professional time and disbursements in respect of the patents for which the “on sale bar” had
expired. Defendant Sutton is liable to plaintiff for the compensation he received from Greenberg
Traurig in any way related to the money received by Greenberg Traurig from Leviton the
professional time and disbursements in respect of the patents for which the “on sale bar” had
expired.

281. By reason of the foregoing, and all the pertinent facts alleged herein,

defendants are liable to plaintiff in an amount to be proven at trial, not less than $500,000.
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Tenth Cause of Action — Greenberg Traurig, Sutton
Constructive Trust - ““On Sale Bar’ Billings

282.  All prior allegations are incorporated herein.

283.  AsLeviton’s counsel, moreover, as Leviton’s long-time and highly trusted
counsel, defendants Greenberg Traurig and Sutton had a confidential or fiduciary relationship with
Leviton.

284. By presenting invoices for work on the “on-sale bar” patents, defendants
Greenberg Traurig and Sutton represented to Leviton, either expressly or by implication, that the
work for which Leviton was being invoiced had been expended or incurred in applying for and
procuring patents that could validly be applied for and obtained, and which were not barred by the
“on sale bar” or any other statutory or regulatory impediment.

285.  Leviton paid the invoices, and transferred money to defendant Greenberg
Traurig, for work on the *“on sale bar” patents in reliance on the foregoing express or implied
representations by defendants Greenberg Traurig and Sutton.

286. The transfer of the foregoing money by Leviton to defendant Greenberg
Traurig unjustly enriched defendant Greenberg Traurig, which was not entitled to any payment
for professional time or disbursements for the “on sale bar” patents.

287. Thetransfer of the foregoing money by Leviton unjustly enriched defendant
Sutton, by increasing his compensation from defendant Greenberg Traurig.

288. By reason of the foregoing, and all the pertinent facts alleged herein,

defendants are liable to plaintiff in an amount to be proven at trial, not less than $500,000.
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Eleventh Cause of Action — Greenberg Traurig, Sutton
Constructive Fraud - “On Sale Bar” Billings

289.  All prior allegations are incorporated herein.

290.  AsLeviton’s counsel, moreover, as Leviton’s long-time and highly trusted
counsel, defendants Greenberg Traurig and Sutton had a confidential or fiduciary relationship with
Leviton.

291. By presenting invoices for work on the “on-sale bar” patents, defendants
Greenberg Traurig and Sutton represented to Leviton, either expressly or by implication, that the
work for which Leviton was being invoiced had been expended or incurred in applying for and
procuring patents that could validly be applied for and obtained, and which were not barred by the
“on sale bar” or any other statutory or regulatory impediment.

292. The representations by defendants Greenberg Traurig and Sutton referred
to above were material, in that they went to the essence of whether the professional time and
disbursements were validly expended or incurred.

293.  The representations by defendants Greenberg Traurig and Sutton referred
to above were false, in that the patents could not be validly applied for by reason of the *“on sale
bar” of 35 U.S.C. 102(b).

294.  Leviton relied on the representations without knowledge of their falsity.

295. Leviton was injured by reason of transferring money to defendant
Greenberg Traurig in payment of invoices for the professional time and disbursements that could
not be validly expended or incurred.

296. Defendant Sutton benefitted from Leviton’s transfer of money to Greenberg
Traurig, by increasing Sutton’s compensation from defendant Greenberg Traurig

297. By reason of the foregoing, and all the pertinent facts alleged herein,
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defendants are liable to plaintiff in an amount to be proven at trial, not less than $500,000.

WHEREFORE, plaintiff LEVITON MANUFACTURING CO., INC hereby
demands judgment against defendants as follows:

A Onthe First Cause of Action, against defendants Greenberg Traurig, Sutton,
Magidoff and Narcisse, in an amount not less than $5 million.

B. On the Second Cause of Action, against defendants Greenberg Traurig,
Sutton, Magidoff and Narcisse, in an amount not less than $100 million.

C. On the Third Cause of Action, against defendants Greenberg Traurig,
Sutton, Magidoff and Narcisse, in an amount not less than $4 million.

D. On the Fourth Cause of Action, against defendants Greenberg Traurig,
Sutton, Magidoff and Narcisse, in an amount not less than $100 million.

E. On the Fifth Cause of Action, against defendants Greenberg Traurig and
Sutton, in an amount not less than $82 million.

F. On the Sixth Cause of Action, against defendants Greenberg Traurig, Sutton
and Magidoff, in an amount not less than $10 million.

G. Onthe Seventh Cause of Action, against defendants Greenberg Traurig, and
Sutton, in an amount not less than five hundred thousand dollars.

H. On the Eighth Cause of Action, against defendants Greenberg Traurig and
Sutton, in an amount not less than one hundred fifty thousand dollars.

l. On the Ninth Cause of Action, against defendants Greenberg Traurig and
Sutton, in an amount not less than five hundred thousand dollars.

J. On the Tenth Cause of Action, against defendants Greenberg Traurig and

Sutton, in an amount not less than five hundred thousand dollars.

Page 62 of 63



Case 1:09-cv-08083-GBD Document 35  Filed 01/15/2010 Page 63 of 63

K. Onthe Eleventh Cause of Action, against defendants Greenberg Traurig and
Sutton, in an amount not less than five hundred thousand dollars.

L. And for such other and further relief as the Court deems proper, including
costs and attorneys’ fees, and statutory interest.
Dated: January 11, 2010

JEFFREY A. JANNUZZO, ESQ.

Counsel Leviton Mfg. Co., Inc.

New York, NY 10016-0301
(212) 932-8524

KALOW & SPRINGUT LLP
488 Madison Avenue

New York, NY 10022

(212) 813-1600
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